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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

ING. KHACHATUR MKRTCHYAN 

 

 Petitioner, 

 

  v. 

 

BIOSTAR TECHNOLOGY  

INTERNATIONAL, LLC, 

 

 Registrant. 

 

 

 

Proceeding No: 92066765 

 

 

 

REGISTRANT’S MOTION TO DISMISS / MOTION FOR SUMMARY JUDGMENT 

Registrant Biostar Technology International, LLC, by and through its attorneys Revision 

Legal, PLLC, moves the Trademark Trial and Appeal Board (the “Board”) to Dismiss Petitioner’s 

Petition pursuant to Fed. R. Civ. P. 12(b)(6) and 56 and TBMP § 503, and states the following: 

SUMMARY OF ARGUMENT 

 This is Petitioner’s third attempt at cancelling Registrant’s ‘919 Registration. His first 

attempt was rejected because his attorney was not licensed to practice in the United States. His 

second attempt cleared the TTAB’s internal review procedures, but was dismissed on Registrant’s 

Motion to Dismiss based on the fact 1) Petitioner’s attorney was again not licensed in the United 

States and practice before the Board and that 2) Petitioner failed to state a claim. The Board granted 

Registrant’s motion dismissing Petitioner’s claims with prejudice. Yet, the day after that order, 

Petitioner filed another petition to cancel. This third petition is identical to the second petition, the 

one dismissed with prejudice. Petitioner’s petition must be dismissed based on res judicata, 

collateral estoppel, failure to state a claim, and using an unlicensed attorney. 
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STATEMENT OF FACTS 

1. Petitioner’s First Petitioner was Rejected for Filing through a and Petitioner now 

Foreign Attorney 

 

 On March 1, 2017 Petitioner–with the assistance of a foreign attorney not licensed to 

practice in the United States–filed a petition to cancel. Ex 1, Miscellaneous Proceeding No. 

86830759 Petition to Cancel. The Board did not entertain this filing, in part, because the attorney 

was not licensed in the United States. Ex 2, April 27, 2017 Order. 

2. Petitioner’s Second Petitioner was also Drafted by a Foreign Attorney and was 

Dismissed with Prejudice. 

 

On May 31, 2017, Petitioner filed another Petition to cancel the ‘919 Registration. See Ex 

3, 92066217 Petition. This petition listed “BASHUK CHICHKANOV, YURIDICHESKAYA 

FIRMA” from the “RUSSIAN FEDERATION” as the Petitioner’s correspondent, including the 

following email addresses: a.bashuk@bashukchichkanov.com, a.bashuk@yandex.ru. Ex 4, 

Petition to Cancel Cover Page. BASHUK CHICHKANOV, YURIDICHESKAYA FIRMA is a 

Russian law firm. Ex 5. Leaving little doubt that someone other than Petitioner prepared the 

pleading, Petitioner’s signature on the Petition to Cancel appears to be a digital screenshot copied 

and pasted into the document itself: 

 

Screenshot from Petition to Cancel in Proceeding 92066217, p. 10. 
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On July 13, 2017, Registrant moved to dismiss Proceeding 92066217. See Ex 6, Motion to Dismiss 

(Proceeding No. 92066217). Petitioner failed to respond. On August 22, 2017, the Board granted 

Registrant’s Motion and dismissed the petition to cancel with prejudice. Ex 7, August 22, 2017 

Order.  

3. Petitioner’s Actions Between Registrant’s Motion to Dismiss and the Board’s 

August 22, 2017 Order in Proceeding 92066765. 

On July 31, 2017, an examining attorney issued an office action on Serial No. 79196312. 

Ex 8, ‘312 Office Action. Here, the examining attorney required further clarification regarding the 

associated identification of goods and repeated and continued a prior refusal based on the ‘919 

Registration. On August 16, 2017, Petitioner responded to the ‘312 Office Action by altering the 

associated identification of goods and services. Ex 9, ‘312 Office Action Response. 

4. Third Petition to Cancel the ‘919 Registration 

 

On August 23, 2017, the day after the TTAB dismissed Petitioner’s claim with prejudice, 

Petitioner filed the instant Petition. The instant Petition is identical to the petition filed –and 

dismissed with prejudice– in Proceeding No. 92066765. Compare Proceeding No. 92066765 

TTABVUE Dkt. No. 1 and Ex 3, 92066217 Petition.  

5. Registrant’s Registration 

Registrant filed federal trademark application Serial No. 86/830,759 on November 24, 

2015 for  for “computer software and hardware for use in measuring the 

frequency of energy emitted by the human body” noting a first use date of January 6, 2005. Ex 10, 

Certificate of Registration. This application was registered on August 2, 2016 under Registration 

No. 5,011,919. Id.  
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STANDARD OF REVIEW  

To withstand a Motion to Dismiss pursuant to Fed. R. Civ. P. 12(b)(6), a petitioner must 

allege facts that, if proven, would establish that the petitioner is entitled to the relief sought. See 

Fair Indigo, LLC v. Style Conscience, 85 U.S.P.Q.2d 1536, 1538 (TTAB 2007). Specifically, the 

petitioner must allege facts that establish that: (1) the petitioner has standing to bring the 

proceeding; and (2) the petitioner has a valid statutory ground for cancelling the registration. Id. 

A “complaint must contain sufficient factual matter, accepted as true, to ‘state a claim to relief that 

is plausible on its face.’” Ashcroft v. Iqbal, 129 S. Ct. 1937, 1949 (2009), quoting Bell Atlantic 

Corp. v. Twombly, 550 U.S. 544, 570 (2007). “In the context of cancellation proceedings before 

the Board, a claim is plausible on its face when the petitioner pleads factual content that if proved, 

would allow the Board to conclude, or draw a reasonable inference that, the petitioner has standing 

and that a valid ground for cancellation exists.” Corporacion Habanos, S.A. & Empresa Cubana 

Del Tabaco, D.B.A. Cubatabaco, 92052146, 2011 WL 3871952 (TTAB Order Dkt. No. 16, Aug. 

1, 2011) (citing Twombly, 550 U.S. at 556). The purpose of a Rule 12(b)(6) motion is to “’eliminate 

actions that are fatally flawed in their legal premises and destined to fail….” Meckatzer Lowenbrau 

Benedikt Weib Kg, 95 U.S.P.Q.2d 1185 (TTAB May 13, 2010). 

Summary judgment is an appropriate method of disposing of cases in which there is no 

genuine dispute as to any material fact and the movant is entitled to judgment as a matter of 

law. See Fed. R. Civ. P. 56(a). A party moving for summary judgment has the burden of 

demonstrating that there is no genuine dispute as to any material fact and that it is entitled to 

judgment as a matter of law. Fed. R. Civ. P. 56(a). See generally Celotex Corp. v. Catrett, 477 

U.S. 317, 323 (1986). 
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ARGUMENT 

I. PETITIONER’S CLAIMS ARE BARRED BY RES JUDICATA AND 

COLLATERAL ESTOPPEL  

 

Under the doctrine of res judicata (or claim preclusion), the entry of a final judgment “on 

the merits” of a claim (i.e., cause of action) in a proceeding serves to preclude the relitigation of 

the same claim in a subsequent proceeding between the parties or their privies, even in those cases 

where the prior judgment was the result of a default or consent. See Lawlor v. National Screen 

Service Corp., 349 U.S. 322, 75 S.Ct. 865, 99 L.Ed. 1122 (1955); Chromalloy American Corp. v. 

Kenneth Gordon, Ltd., 736 F.2d 694, 222 USPQ 187 (Fed. Cir. 1984); and Flowers Industries, 

Inc. v. Interstate Brands Corp., 5 USPQ2d 1580 (TTAB 1987). A second suit is barred 

by res judicata or claim preclusion if: 

(1) the parties (or their privies) are identical; 

(2) there has been an earlier final judgment on the merits of a claim; and 

(3) the second claim is based on the same set of transactional facts as the first. 

Jet, Inc. v. Sewage Aeration Systems, 223 F.3d 1360, 55 USPQ2d 1854, 1856 (Fed. Cir. 2000). 

 No questions of fact exist to any of the three elements of res judicata. The parties are 

identical. Compare Proceeding No. 92066765 TTABVUE Dkt. No. 1 and Ex 3, 92066217 Petition. 

There was an earlier final judgment on the merits of the 92066217 proceeding. Ex 7, August 22, 

2017 Order. And the 92066217 petition is identical to the instant petition. Compare Proceeding 

No. 92066765 TTABVUE Dkt. No. 1 and Ex 3, 92066217 Petition. Dismissal on res judicata 

grounds is required. See, Orouba Agrifoods Processing Co. v. United Food Import, 97 USPQ2d 

1310 (TTAB 2010) (granting summary judgment to registrant on claim preclusion where 

petitioner's opposition had been dismissed with prejudice); La Fara Importing Co. v. F. Lli de 

Cecco di Filippo Fara S. Martino S.p.a., 8 USPQ2d 1143, 1146 (TTAB 1988) 
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(“Issue preclusion operates only as to issues actually litigated, whereas claim preclusion may 

operate between the parties simply by virtue of the final judgment.”); Flowers Indus. Inc. v. 

Interstate Brands Corp., 5 USPQ2d 1580, 1583 (TTAB 1987) (claim preclusion applies “even 

when the prior judgment resulted from default, consent, or dismissal with prejudice”); USOC v. 

Bata Shoe Co., 225 USPQ 340, 342 (TTAB 1984) (“default judgments generally operate as res 

judicata”) 

The reality is that Petitioner is simply serial filing petitions to cancel with the hope that 

Registrant fails to respond. This is bad faith. Petitioner has no justification whatsoever for filing 

additional petitions to cancel warranting sanctions, as requested below.  

II. RULE 11 SANCTIONS ARE APPROPRIATE  

 

This Board should take all measures possible to sanction Petitioner for this baseless claim. 

Petitioner’s actions to continue to file Petitions to cancel using an unauthorized attorney, respond 

to pending office actions while ignoring a substantive motion to dismiss, then re-file the instant 

Petitioner the day after dismissal of Proceeding 92066217 is bad faith. Registrant requests, at a 

minimum, the Board institute measures to reject future Petitions from Petitioner being filed against 

Registrant, and award any an all other relief within this Board’s authority.  

III. THE BOARD SHOULD DISMISS THE PETITION IN WHOLE BECAUSE 

PETITIONER IS BEING REPRESENTED BY A FOREIGN ATTORNEY  

 

Only “attorneys” defined under 37 C.F.R. § 11.1 may represent others before the Office in 

trademark cases. See also 37 C.F.R. § 11.14. “Attorney” is defined as “an individual who is an 

active member in good standing of the bar of the highest court of any State. 37 C.F.R. § 11.11. 

Foreign attorneys are permitted to apply for reciprocal registration, provided the attorney can prove 

to the OED Director that he or she is registered and in good standing before the patent or trademark 

office of the attorney’s home country. 37 C.F.R. § 11.14(c). However, this is only available if the 



 7 

home country’s trademark office allows substantially reciprocal privileges to those permitted to 

practice in trademark matters before the Office. Id. Currently, only Canada provides substantial 

reciprocal privileges. TBMP § 114.05.  

“An individual who is not entitled, under 37 C.F.R. § 11.14 [other citations omitted], to 

practice before the Office in trademark cases, will not be permitted to represent a party in a 

proceeding before the Board, and may not file submissions on behalf of the party.” TBMP § 

117.08. “If it comes to the attention of a Board attorney that such an individual is attempting to 

represent a party in a Board proceeding, the Board attorney will bring the matter to the attention 

of the Chief Administrative Trademark Judge, who will coordinate appropriate action with the 

Office of Enrollment and Discipline.” Id. “Moreover, no Board correspondence intended for the 

party will be sent to the individual. Id. Rather, the Board will send such correspondence to the 

party itself, or to the party’s attorney or other authorized representative entitled to practice before 

the USPTO in trademark cases. Id. 

The Petition filed overwhelmingly shows that Ing. Khachatur Mkrtchyan is not 

representing himself. Instead, his Russian attorney Bashuk Aleksey Andreevich is presenting him. 

Ex 12, Bashuk Aleksey Andreevich profile at <bashukchichkanov.com>.  

Attorney Bashuk is also listed as Petitioner’s attorney of record for Serial No. 79/196,312. 

Ex 13, ‘312 Application TSDR Printout. While it appears that Petitioner himself signed the 

Petition, this signature is extremely suspect as it appears to have been digitally transplanted into 

the document someone else (his Russian attorney) prepared. This is Petitioner’s second attempt at 

using a foreign attorney before the Board. Ex 2, April 27, 2017 Order. Given Petitioner has 

repeatedly disregarded the Board’s rules, dismissal with prejudice is proper.  
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IV. PETITIONER’S PRIORITY AND LIKELIHOOD OF CONFUSION CLAIMS 

FAIL AS A MATTER OF LAW  

 

Petitioner seeks to cancel Registrant’s registration based on priority and likelihood of 

confusion. Both positions are fatally flawed. On May 25, 2015, Petitioner filed a trademark 

application for DIACOM in the Czech Republic. Petition at ¶ 17. Petitioner argues that date is the 

priority date within the U.S. because he applied for an extension of protection for that registration 

into the U.S. Petition at ¶ 38. 

But that May 25, 2015 date would only be available as the priory date if Petitioner filed for 

extension of protection to the United States within 6 months of the May 25, 2015 filing. TMEP § 

1904.01(e). Petitioner failed to do so. Plaintiff filed his request for extension of protection in the 

United States on July 4, 2016, or 1 year and 9 months after filing his Czech application. Ex. 11, 

WIPO Printout. As a result, Petitioner cannot use May 25, 2015 as a priority date and this ground 

for cancellation should be dismissed with prejudice.  

In a similar vein, Petitioner’s claim for likelihood of confusion also fails. “In a cancellation 

proceeding, to establish priority on a likelihood of confusion claim
 
brought under Section 2(d), a 

party must prove that, vis-à-vis the other party, it owns ‘a mark or trade name previously used in 

the United States . . . and not abandoned.’” Alexander Kronik v Sayed Najem, 2016 WL 837734 

(TTAB Feb. 11, 2016) (citing 15 U.S.C. § 1052(d)). “A party may establish its own prior 

proprietary rights in a mark through actual use, use analogous to trademark use, or an earlier 

constructive use date accorded to the party’s own application.” Id. (citing Giersch v. Scripps 

Networks Inc., 90 USPQ2d 1020, 1022 (TTAB 2009)). Absent proof of ownership of such superior 

rights vis-à-vis the defendant, the plaintiff cannot prevail on its Section 2(d) claim. See, 

e.g., American Security Bank v. American Security and Trust Company, 571 F.2d 564, 197 USPQ 

65, 66 (CCPA 1978); Corporate Document Services Inc. v. I.C.E.D. Management Inc., 48 USPQ2d 
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1477 (TTAB 1998); and Intersat Corp. v. International Telecommunications Satellite 

Organization, 226 USPQ 154, 156 n.5 (TTAB 1985).  

Outside of Petitioner’s flawed priority analysis described above, Petitioner has failed to 

allege any facts evidencing a priority date superior to Registrant’s filing date of November 24, 

2015. At most, Petitioner simply contends that Registrant’s first use date is “obviously” false. 

Compl. at ¶ 34. This conclusory statement does not state a valid ground for cancellation. 3 

McCarthy on Trademarks and Unfair Competition § 20:54 n.6 (4th ed.) (citing In re W.R. Case & 

Sons Cutlery Co., 12 U.S.P.Q. 1544 (TTAB 1989)). 

V. PETITIONER FAILED TO STATE A CLAIM FOR MISREPRESENTATION 

OF SOURCE  

 

“The term misrepresentation of source, as used in Section [14(3)] of the Act, refers to 

situations where it is deliberately misrepresented by or with the consent of the registrant 

that goods and/or services originate from a manufacturer or other entity when in fact 

those goods and/or services originate from another party.” Osterreichischer Molkerei-und 

Kasereiverband Registriete GmbH v. Marks and Spencer Limited, 203 USPQ 793, 794 (TTAB 

1979). See Global Maschinen GmbH v. Global Banking Systems, Inc., 227 USPQ 862, 864 n.3 

(TTAB 1985). In order to prevail, petitioner must show that respondent took steps to deliberately 

pass off its goods as those of petitioner. That is, petitioner must establish “blatant misuse of the 

mark by respondent in a manner calculated to trade on the goodwill and reputation of 

petitioner.” Otto Int'l Inc. v. Otto Kern GmbH, 83 USPQ2d 1861, 1863 (TTAB 

2007), quoting McDonnell Douglas Corp. v. National Data Corp., 228 USPQ 45, 47 (TTAB 

1985).  See also Theodore H. Davis, Jr., “Cancellation Under Section 14(3) for Registrant 

Misrepresentation of Source,” 85 TMR 67 (Jan.-Feb. 1995) (“As a vehicle for canceling federal 

registrations, Section 14(3)'s misrepresentation of source prong has been invoked infrequently, 
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much less successfully used.”). Thus, in reviewing the record, we look for evidence reflecting 

respondent’s deliberate misrepresentation of the source of its products, “blatant misuse” of the 

mark, or conduct amounting to the deliberate passing-off of respondent's goods. Willful use of a 

confusingly similar mark is not sufficient. McDonnell Douglas Corp. v. National Data Corp., 228 

USPQ at 47. Because intentional misrepresentation is a “classic fraud” count in other contexts, 

federal courts require pleadings containing this ground for cancellation to be pled with specificity 

consistent with Fed. R. Civ. P. 9(b). American Cruise Lines, Inc. v HMS American Queen 

Steamboat Company LLC, 223 F.Supp.3d 207, 213, (D. DE. 2016).  

Petitioner’s claims are largely irrelevant to a proceeding before the Board. Petitioner claims 

Registrant engaged in “unfair competition” against him and committed defamation. Petition at ¶¶ 

26, 28, 29. At most, Petitioner presents a run-of-the-mill likelihood of confusion claim. Id. at ¶¶ 

30-31. This is simply not sufficient, consistent with Fed. R. Civ. P. 9(b), to establish a claim for 

passing off or that Registrant “blatantly represented” its goods or services as coming from 

Petitioner. See American Cruise Lines, Inc. v HMS American Queen Steamboat Company LLC, 

213-14, (D. DE. 2016).  

VI. PETITIONER FAILED TO STATE A CLAIM FOR FRAUD ON THE USPTO  

 

Petitioner presents a narrow claim for fraud. Petitioner alleges that Registrant does not use 

the DIACOM trademark on the applied goods. Petition at ¶ 31, 43. Specifically, Registration is for 

the subject mark in association with “Computer software and hardware for use in measuring the 

frequency of energy emitted by the human body” in international class 009. Petitioner claims 

Registrant does not use its mark in association with “Computer software and hardware for use in 

measuring the frequency of energy emitted by the human body”; but rather, with “electric 

measuring devices and radiotherapy apparatus.” Petition at ¶¶ 31, 43.  



 11 

Fraud occurs when an applicant knowingly makes false, material representations of fact in 

connection with an application to register. “There is no fraud if a false representation is occasioned 

by an honest misunderstanding or inadvertence without a willful intent to deceive.” In re Bose 

Corp., 91 USPQ2d at 1942. “Unless the challenger can point to evidence to support an inference 

of deceptive intent, it has failed to satisfy the clear and convincing evidence standard required to 

establish a fraud claim.” Id. To prove a claim of fraud, petitioner must show that: 

(1) respondent made a false representation to the USPTO; 

(2) respondent had knowledge of the falsity of the representation; 

(3) the false representation was material to the continued registration of the mark, and 

(4) respondent made the representation with the intent to deceive the USPTO. 

 

In re Bose Corp., 91 USPQ2d at 1941.  A party asserting a fraud claim is under a heavy burden of 

proof because fraud must be proved by clear and convincing evidence, leaving nothing to 

speculation, conjecture, or surmise. The very nature of the charge of fraud requires that it be proven 

“to the hilt” with clear and convincing evidence. Any doubt must be resolved against the party 

making the claim. Sinclair Oil Corp. v. Kendrick, 85 USPQ2d 1032, 1035 (TTAB 2007); Smith 

International, Inc. v. Olin Corporation, 209 USPQ 1033, 1043 (TTAB 1981). And allegations of 

fraud must comply with Fed. R. Civ. P. 9(b). TBMP § 309.03(c) n.33. 

 Petitioner’s claim fails as a matter of law because Petitioner has failed to allege any facts 

showing that Registrant made a false representation that was material to the registration of the 

mark or that any representation was made with the intent to deceive the USPTO. The distinction 

Petitioner attempts to draw between the goods identified in the subject registration and the goods 

Petitioner believes Registrant sells is, at most, insubstantial. Petitioner’s allegation that 

Registrant’s goods are misidentified is false on its face.  An “apparatus” can comprise hardware 

and software. Additionally, Petitioner failed to plead any facts, consistent with Fed. R. Civ. P. 9(b), 

showing why that alleged misrepresentation was material to obtaining the registration. And 
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Petitioner provides no facts whatsoever as to Registrant’s intent to deceive. Without such facts, 

Petitioner has failed to state a claim.  

CONCLUSION 

Petitioner’s Petition should be dismissed based on res judicata. In the alternative, 

Petitioner’s Petition should be dismissed for using an attorney not licensed to practice before the 

Board and for failure to state a claim, in the same manner an identical petition was already denied.  

For the reasons stated above, Registrant respectfully requests this Board GRANT its 

Motion to Dismiss or Motion for Summary Judgment and dismiss this Petition in whole and with 

prejudice. Again.  

Date: October 6, 2017    /s/ Eric Misterovich  

Eric Misterovich 

John Di Giacomo 

Anderson Duff 

Revision Legal, PLLC 

109 E. Front St. 

Suite 309 

Traverse City, MI 49684 

Phone: (231) 714-0100 

Fax: (231) 714-0200 

eric@revisionlegal.com  

john@revisionlegal.com 

anderson@revisionlegal.com    

   

Attorneys for Registrant 
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PROOF OF SERVICE  

 

 I, Eric Misterovich, hereby certify that a true and complete copy of the foregoing 

Registrant’s Motion to Dismiss/Motion for Summary Judgment has been served on ING. 

KHACHATUR MKRTCHYAN by forwarding said copy on October 6, 2017, via email to: 

diacomtechnology@gmail.com. 

 

Date: October 6, 2017    /s/ Eric Misterovich  

Eric Misterovich 

John Di Giacomo 

Anderson Duff 

Revision Legal, PLLC 

109 E. Front St. 

Suite 309 

Traverse City, MI 49684 

Phone: (231) 714-0100 

Fax: (231) 714-0200 

eric@revisionlegal.com  

john@revisionlegal.com 

Anderson@revisionlegal.com    

  

Attorneys for Registrant 
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Mailed:  April 27, 2017 

 

Khachatur Mkrtchyan 

Diacom Technology 

189 Jedova 

Neratovice, CZ-277 11 

Czech Republic 

 

Biostar Technology International, LLC 

4443 W. Sunset Blvd. 

Suite B 

Los Angeles, CA 90027 

United States 

 

In re Registration No. 5011919 

Issued: 8/2/2016 

Registrant: Biostar Technology International LLC 

Mark: DIACOM USA 

 

By the Trademark Trial and Appeal Board: 

 

  On March 1, 2017, Eva Winklerova, Attorney at Law, on behalf of 

Khachatur Mkrtchyan (“Petitioner”) filed a “Petition to Cancel” against 

Registration No. 5011919, owned by Biostar Technology International, LLC. 

  The petition to cancel was filed in paper form. The paper submission is not 

acceptable for three separate reasons. First, the petition to cancel was filed by a 

foreign attorney. Second, the petition to cancel was not accompanied by the 

required fee.   Third, the petition to cancel was filed in paper rather than 

UNITED STATES PATENT AND TRADEMARK OFFICE 

Trademark Trial and Appeal Board 

P.O. Box 1451 

Alexandria, VA  22313-1451 

General Contact Number: 571-272-8500 



Miscellaneous No. 86830759 
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through the Board’s Electronic System for Trademark Trials and Appeals 

(“ESTTA”) (see below) without a Petition to the Director, as required by the 

TTAB amended rules of practice, which became effective January 14, 2017. 

  In regard to the foreign attorney, only attorneys defined under 37 C.F.R. § 

11.1 may represent others before the Office in trademark cases. See also 37 

C.F.R. § 11.14(a-(d Petitioner’s attorney has not demonstrated to the Board that 

she is entitled to practice before the USPTO; e.g., that as an attorney practicing 

in a foreign country she is also an active member in good standing of the bar of 

the highest court of any State of the United States. See Trademark Trial and 

Appeal Board Manual of Procedure (TBMP) § 114.05 (Jan. 2017). 

  With respect to the fee, “[p]etitions for cancellation are not accepted for 

filing unless accompanied by the statutory fee.” Fred Bevs., Inc. v. Fred's 

Capital Mgmt. Co., 605 F.3d 963, 94 USPQ2d 1958, 1959 (Fed. Cir. 2010); .15 

U.S.C. § 1064, 37 C.F.R. § 2.111(a); TBMP § 302(“[A] cancellation proceeding is 

commenced by the timely filing of a petition for cancellation, together with the 

required fee, in the USPTO.”).1 Inasmuch as the petition to cancel was not 

accompanied by the required fee, the petition cannot be given consideration. A 

filer’s failure to include the required fee alone, is a basis for not instituting a 

petition to cancel.   

Finally, the filing is unacceptable under the recent amendments to the TTAB 

rules of practice that went into effect on January 14, 2017. On October 7, 2016, the 

                     
1 A copy of the January 2017 TBMP is available at the TTAB home page at the USPTO 

website, www.uspto.gov under Policies and Procedures. 



Miscellaneous No. 86830759 
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Board published its NOTICE OF FINAL RULEMAKING at 81 Fed. Reg. 69950, thereby 

providing the public three months advance notice of these changes to the rules of 

practice. The NOTICE alerted the public that Trademark Rule 2.126, 37 C.F.R. § 

2.126, was being amended to state affirmatively that filing via ESTTA is mandatory 

for all filings and that a Petition to the Director is required for certain submissions 

filed in paper form, including a petition for cancellation. 

In sum, Petitioner’s submission of the petition to cancel in paper form is not 

acceptable because it was filed by a foreign attorney, it was not accompanied by the 

requisite fee, and it was not accompanied by a Petition to the Director. The remedy 

for Petitioner lies in submitting a renewed petition to cancel through ESTTA, 

withthe required fee and by the appropriate party. As a reminder, ESTTA users are 

strongly urged to plan ahead. TBMP § 110.01(b). Brief outages of ESTTA, as with 

any computerized system, occur from time to time without prior notice.2   

cc: 

JUDr. Eva Winklerova 

Zeleny Pruh 1294/52,  

147 00 Praha 4 

Czech Republic 

eva.winkler@cdipraha.cz  

 
 

 

                     
2 A user may check system status and planned outages from the TTAB homepage at 

www.uspto.gov. Instructions for filing documents with the TTAB during an outage are also 

available. Such instructions provide useful information pertinent to filing in paper. 
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA823887

Filing date: 05/31/2017

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Khachatur Mkrtchyan

Entity Individual Citizenship CZECH REPUBLIC

Address Jedova 189
Neratovice, 277 11
CZECH REPUBLIC

Correspondence
information

BASHUK CHICHKANOV, YURIDICHESKAYA FIRMA
ul. Studencheskaya, 34, of.4
Kursk, 305040
RUSSIAN FEDERATION
a.bashuk@bashukchichkanov.com, a.bashuk@yandex.ru Phone:+79207204848

Registration Subject to Cancellation

Registration No 5011919 Registration date 08/02/2016

Registrant Biostar Technology International LLC
Suite B
Los Angeles, CA 90027
UNITED STATES

Goods/Services Subject to Cancellation

Class 009. First Use: 2005/01/06 First Use In Commerce: 2005/01/06
All goods and services in the class are cancelled, namely: Computer software and hardware for use
in measuring the frequency of energy emitted by the human body

Grounds for Cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

Registrant not rightful owner of mark for identi-
fied goods or services

Trademark Act Sections 14(1) and 1

The registration is being used by, or with the per-
mission of, the registrant so as to misrepresent
the source of the goods or services on or in con-
nection with which the mark is used

Trademark Act Section 14(3)

Fraud on the USPTO Trademark Act Section 14(3); In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir.
2009)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application
No.

79196312 Application Date 07/04/2016

http://estta.uspto.gov


Registration Date NONE Foreign Priority
Date

NONE

Word Mark DIACOM

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0

Electric measuring devices

Class 010. First use: First Use: 0 First Use In Commerce: 0

Radiological apparatus for medical purposes, radiotherapy apparatus

Attachments 79196312#TMSN.png( bytes )
Petition for cancellation of the DIACOM USA.pdf(5223830 bytes )

Signature /Khachatur Mkrtchyan/

Name Khachatur Mkrtchyan

Date 05/31/2017
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the matter of trademark “DIACOM USA”  Registration No 5,011,919 Aug. 02, 2016 

Ing. Khachatur Mkrtchyan, Petitioner, 

v. 

Biostar Technology International LLC, Registrant 

PETITION FOR CANCELLATION 

Ing. Khachatur Mkrtchyan - Diacom Technology (“Petitioner”), a Czech entrepreneur with 

a principal place of business at Jedová 189, CZ-277 11, Neratovice, Czech Republic, believes 

that he is damaged by U.S. Registration No. 5,011,919 for the designations “DIACOM USA”, 

which registration is owned by Biostar Technology International LLC, (“Registrant”) a U.S.A. 

corporation with a principal place of business Suite B, 4443 W Sunset Blvd, Los Angeles, 

California, U.S.A. 90027. 

The above-identified petitioner believes that he is damaged by the above-identified 

registration, and hereby petitions to cancel the same. 

The grounds for cancellation are as follows: 

1. Petitioner seeks for cancellation of the United States Registration No. 5,011,919 

on the ground of priority and likelihood of confusion under the Trademark Act Sections 14(1) 

and 2(d). 

2. Petitioner seeks for cancellation of the United States Registration No. 5,011,919 

on the ground of cause, that the Registrant is not rightful owner of mark for identified goods or 

services under the Trademark Act Sections 14(1) and 1. 



2 

 

3. Petitioner seeks for cancellation of the United States Registration No. 5,011,919 

on the ground of cause that the registration is being used by the registrant so as to misrepresent 

the source of the goods or services on or in connection with which the mark is used under the 

Trademark Act Section 14(3). 

4. Petitioner seeks for cancellation of the United States Registration No. 5,011,919 

on the ground of the fraud on the USPTO under the Trademark Act Section 14(3); In re Bose 

Corp., 580 F.3d 1240, 91 USPQ2d 1938 (Fed. Cir. 2009). 

THE HISTORY OF THE “DIACOM” BRAND CREATION BY PETITIONER 

5. Petitioner created the designation “DIACOM” in 2006 and named his Russian 

legal entity with this name in Cyrillic alphabet transliteration “ДИАКОМ”. The screenshot from 

the Federal Tax Service of Russia official website https://egrul.nalog.ru/ with the translation into 

English is attached hereto as Exhibit 1 as the evidence of this fact.  

6. The design of the “DIACOM” logotype consists of the word DlACOM in capital 

letters with a globe of the planet Earth with lines around it to the right hand side with an oval 

with the wording, created by Petitioner’s employee Dmitri. The screenshot of the e-mail from 

Dmitri with “DIACOM” globe dated 19 July, 2007 is attached hereto as Exhibit 2 as the 

evidence of this fact. 

7. Since at least as early as July 2007, Petitioner has made use of his “DIACOM” 

mark in commerce. 

8. Petitioner uses the “DIACOM” designation for electric measuring devices, 

radiological apparatus for medical purposes and radiotherapy apparatus: micro-frequency 

generators, plasma generators, generators of colloidal silver and combined devices, and sale, 

marketing and servicing of these goods. 

9. Petitioner has received 28 February, 2008 in Russia the official Certificate of 

compliance with State Standards, which confirms that the above-mentioned product fulfils the 

https://egrul.nalog.ru/
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essential safety requirements. The copy of this Certificate is attached hereto as Exhibit 3 as the 

evidence of this fact.      

10. Petitioner has received 12 May, 2008 in Czech Republic the Certificate, which 

confirms that the above-mentioned product fulfils the essential safety requirements of Directive 

2006/95/EC. The copy of this Certificate is attached hereto as Exhibit 4 as the evidence of this 

fact.      

11. Petitioner has expended considerable sums in exerting every effort to maintain the 

highest quality standard of produced devices and has created valuable goodwill among the 

purchasing public all around the world under the “DIACOM” mark. 

12. As a result of the continuous and extensive use of the “DIACOM” mark by 

Petitioner, this mark has become and continues to function as valuable business and marketing 

asset of Petitioner, and serves to indicate the devices originating from the Petitioner and its 

authorized representative. 

13. Petitioner has registered himself as an entrepreneur Khachatur Mkrtchyan with the 

commerce designation “Diacom Technology” in Czech Republic in April 17, 2009, registration 

number 28765737. The screenshot from the Justice of Czech Republic official website 

https://or.justice.cz with the translation to English is attached hereto as Exhibit 5 as the evidence 

of this fact.  

14. Petitioner has filed the trademark application №494975 “DIACOM 

TECHNOLOGY” to the Czech Republic Patent Office in April 5, 2012 (the priority date) and 

this trademark has been registered under №328076 for the electric measuring devices (class 9 of 

goods and services) and radio waves generator for the medical purposes (class 10 of goods and 

services). The screenshot from the Czech Republic Patent Office official website 

https://isdv.upv.cz with the translation to English is attached hereto as Exhibit 6 as the evidence 

of this fact.  

https://or.justice.cz/
https://isdv.upv.cz/
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15. Petitioner has filed the trademark application №503113 “DIACOM 

MEDITRONIC” to the Czech Republic Patent Office in April 4, 2014 (the priority date) and this 

trademark has been registered under №33473 or the electric measuring devices (class 9 of goods 

and services) and radio waves generator for the medical purposes (class 10 of goods and 

services). The screenshot from the Czech Republic Patent Office official website 

https://isdv.upv.cz with the translation to English is attached hereto as Exhibit 7 as the evidence 

of this fact.  

16. Petitioner has filed the trademark application №349218 “DIACOM” to the Czech 

Republic Patent Office in April 25, 2015 (the priority date) and this trademark has been 

registered under №522575 for the electric measuring devices (class 9 of goods and services) and 

radiological apparatus for medical purposes, radiotherapy apparatus (class 10 of goods and 

services). The screenshot from the Czech Republic Patent Office official website 

https://isdv.upv.cz with the translation to English is attached hereto as Exhibit 8 as the evidence 

of this fact.  

17. The Petitioner’s trademark application №522575 “DIACOM” filed to the Czech 

Republic Patent Office in May 25, 2015 (the priority date) has been applied as an international 

trademark application №1319213 for the electric measuring devices (class 9 of goods and 

services) and radiological apparatus for medical purposes, radiotherapy apparatus (class 10 of 

goods and services) under the Madrid protocol in some countries, including the U.S.A. The 

screenshot from WIPO trademark database official website http://www.wipo.int/branddb/en/ is 

attached hereto as Exhibit 9 as the evidence of this fact. 

18. “Every international registration shall enjoy the right of priority provided for by 

Article 4 of the Paris Convention for the Protection of Industrial Property, without it being 

necessary to comply with the formalities prescribed in Section D of that Article”. The Article №4 

(2) of the Protocol Relating to the Madrid Agreement Concerning the International Registration 

of Marks (as amended on November 12, 2007). 

https://isdv.upv.cz/
https://isdv.upv.cz/
http://www.wipo.int/branddb/en/
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19. “Any filing that is equivalent to a regular national filing under the domestic 

legislation of any country of the Union or under bilateral or multilateral treaties concluded 

between countries of the Union shall be recognized as giving rise to the right of priority”. The 

Article 4A (2) of the Paris Convention for the Protection of Industrial Property (as amended on 

September 28, 1979). 

20. On the basis of the above-mentioned legal rules, the priority date of Petitioner’s 

“DIACOM” trademark is May 25, 2015 (the date of filing basic Czech application №522575 by 

Petitioner). 

THE REGISTRANT’S FRAUD 

21.  Petitioner and Registrant have met each other and Registrant has started to sell 

“DIACOM” products, manufactured by Petitioner, approximately in December, 2011 – January, 

2012. That time Registrant was a representative of the Petitioner’s distributor in the U.S.A. The 

screenshot of the e-mail from Registrant to Petitioner, where Registrant mentions that fact, is 

attached hereto as Exhibit 10 as the evidence of this fact. 

22. The first business contact between Petitioner and Registrant has happened in 

November 8, 2013. Registrant asks Petitioner to place the advertising banner of “DIACOM” 

products, which were manufactured by Petitioner, on Petitioner’s “DIACOM” website, so that 

Petitioner’s distributor in the U.S.A. could sell these products in Los Angeles. It is important to 

notice that Registrant wasn’t a distributor himself that time. Also, Registrant asks the Petitioner 

to title him as “DIACOM-LA” on this advertising banner. The screenshot of the e-mail from 

Registrant to Petitioner with advertising banner is attached hereto as Exhibit 11 as the evidence 

of this fact. 

23. In January 9, 2014 Petitioner and Registrant has signed distribution contract 

“Contract number 14361 about providing the right to present product in the market countries 

USA, Canada, Mexico, South Korea”. Under this contract Registrant got the right to sell 

Petitioner’s products and pledged not to sale similar products of other manufacturers. The copy 
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of this contract between Registrant and Petitioner is attached hereto as Exhibit 12 as the 

evidence of this fact. 

24. Registrant repeatedly violates the terms of the above-mentioned contract. After 

the serious violation of the exclusive partnership terms (one of the Registrant’s obligations 

according to the above-mentioned contract) by Registrant, Petitioner demanded official writing 

apologize to the Petitioner and Petitioner’s Distributors. The copy of this official apologize with 

the sign of Registrant is attached hereto as Exhibit 13 as the evidence of this fact.    

25. Notwithstanding the official apologize, Registrant has continued a flagrant 

violation of the above-mentioned contract’s terms. This was the reason why Petitioner had to 

terminate the contract with Registrant in May 2, 2015. 

26. After the termination of the contract between Petitioner and Registrant, Registrant 

started unfair competition against Petitioner. 

27. Registrant represented by Ulysses Angulo (Sheretov), the President of 

Registrant’s company, has registered website http://www.diacom-3d-nls.com/ . The screenshot 

from the https://who.is/whois/diacom-3d-nls.com website with Ulysses Angulo’s indication as a 

website registrant is attached hereto as Exhibit 14 as the evidence of this fact.    

28. On his website http://www.diacom-3d-nls.com/ Registrant has posted false 

information, which defamed Petitioner and damaged Petitioner’s business. For example, 

Registrant posted that Petitioner discontinued manufacturing of “DIACOM” devices. The 

screenshot from the http://www.diacom-3d-nls.com/ website with the false statement is attached 

hereto as Exhibit 15 as the evidence of this fact.  

29. Moreover, a lot of Petitioner’s clients and distributors have received e-mails from 

Registrant with the false information about the Petitioner’s products and offer to buy the 

Registrant’s products. The screenshot of this e-mail is attached hereto as Exhibit 16 as the 

evidence of this fact.      

http://www.diacom-3d-nls.com/
https://who.is/whois/diacom-3d-nls.com
http://www.diacom-3d-nls.com/
http://www.diacom-3d-nls.com/
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30. Registrant started to buy similar Chinese products, label them with Petitioner’s 

“DIACOM” mark and sell them. The screenshot from the http://www.diacom-3d-nls.com/ 

website is attached hereto as Exhibit 17 as the evidence of this fact.  

31. Notwithstanding the Registrant's goods specification as “Computer software and 

hardware for use in measuring the frequency of energy emitted by the human body” for the 

trademark Registration №5,011,919, Registrant actually uses this trademark for “electric 

measuring devices” and “radiotherapy apparatus” goods and doesn't use it for the applied 

“computer hardware and software” goods. Registrant’s products are physical independent 

devices, which function without a computer. The screenshot from the http://www.diacom-3d-

nls.com/  website is attached hereto as Exhibit 17 as the evidence of this fact. Also, the “Plasma 

generator” device, specified in the trademark application №86830759 by Registrant as a 

specimen, actually is radiotherapy apparatus, but not computer hardware. 

32. Registrant continues his illegal actions now. For example, Registrant sells the 

same products under the Petitioner’s mark “DIACOM”, but Registrant’s devices don’t 

successfully pass the FDA certification for the medical devices in contrast to original certificated 

“DIACOM” devices, produced by Petitioner.  Use of the Registrant’s medical devices, which 

hasn’t been checked by the FDA, can lead to unpredictable harm for the consumers. The 

screenshot from the http://www.diacom-3d-nls.com/ website with the marketing offer is attached 

hereto as Exhibit 18 as the evidence of this fact.    

33. The above-mentioned Registrant’s illegal and unfair competition forced Petitioner 

to submit the statement in the Police of Czech Republic with the prosecution of Registrant for 

the trademark and competition fraud. Statement №KRPA-267790/TČ -2016-001493 was filed by 

Petitioner  in July 13, 2016. 

34. In the consequence to above-mentioned facts, it’s obvious that the information 

about the date of the first use of the “DIACOM” mark by Registrant, specified as January 6, 

2005 in the trademark application № 86830759 by Registrant, is false. 

http://www.diacom-3d-nls.com/
http://www.diacom-3d-nls.com/
http://www.diacom-3d-nls.com/
http://www.diacom-3d-nls.com/
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GROUNDS FOR CANCELLATION 

35. As mentioned and proved above, Petitioner is the rightful creator and the owner of 

the “DIACOM” designation for the electric measuring devices (international class №009) and 

radiological apparatus for medical purposes, radiotherapy apparatus (international class №010). 

36. Notwithstanding to the specified goods in the Registrant’s U.S.A. trademark 

№5,011,919 “Computer software and hardware for use in measuring the frequency of energy 

emitted by the human body” (international class 009), Registrant actually uses this trademark for 

the same goods as Petitioner does — electric measuring devices and radiological and 

radiotherapy apparatus. The screenshot from the Registrant’s http://www.diacom-3d-nls.com/ 

website with the products offer is attached hereto as Exhibit 19 as the evidence of this fact.    

37. Therefore, Petitioner and Registrant use the “DIACOM” designation for the same 

goods — electric measuring devices (international class №009) and radiological apparatus for 

medical purposes, radiotherapy apparatus (international class №010).  

38. The priority date of Petitioner’s “DIACOM” trademark in the U.S.A. is May 25, 

2015 (the date of filing basic Czech application №522575 by Petitioner), according to p.16-18 of 

this Petition. 

39. The priority date of Registrant’s “DIACOM” trademark Registration №5,011,919 

is November  24, 2015. 

40. Because of Petitioner’s earlier priority date for the “DIACOM” trademark, 

because of use by Petitioner and Registrant “DIACOM” trademark for the same goods, 

Registrant’s trademark Registration №5,011,919 should be cancelled on the ground of priority 

and likelihood of confusion, under the Trademark Act Sections 14(1) and 2(d).   

41. As far as Petitioner is the “DIACOM” brand creator and the “DIACOM” products 

manufacturer, and Registrant actually is Petitioner’s ex-distributor, who has started the illegal 

and unfair competition after the termination of the contract between Petitioner and Registrant, 

Registrant’s trademark Registration №5,011,919 should be cancelled on the ground of cause, that 

http://www.diacom-3d-nls.com/
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the Registrant is not rightful owner of mark for identified goods or services under the Trademark 

Act Sections 14(1) and 1. 

42. Because of Registrant’s unfair competition and Registrant’s actions directed to 

mislead consumers about the real manufacturer of the product, trademark Registration 

№5,011,919 should be cancelled on the ground of cause, that the registration is being used by the 

registrant so as to misrepresent the source of the goods or services on or in connection with 

which the mark is used under the Trademark Act Section 14(3). 

43. As mentioned and proved in the p.31, Registrant’s don’t use the trademark 

Registration №5,011,919 for the applied goods. Consequently Registrant has made the false 

statement in his application about “now in use” filing basis (section 1 (a)) for the applied goods. 

It is fraud on the USPTO. First International Services Corp. v. Chuckles Inc. 5 USPQ2d 1628 

(TTAB 1988). Registrant’s trademark Registration №5,011,919 should be cancelled on the 

ground of fraud on USPTO under Trademark Act Section 14(3); In re Bose Corp., 580 F.3d 

1240, 91 USPQ2d 1938 (Fed. Cir. 2009). 

CONCLUSION 

44. The story of partnership between Registrant and Petitioner is a story of 

Registrant’s lie, contract violation, unfair competition and illegal action of the Biostar 

Technology International LLC and Ulysses Angulo (Sheretov), the President of this company, in 

particular.  

45. Accordingly, if Registrant’s registration is not cancelled, Petitioner will continue 

suffering from irreparable harm and damage. 

46. On the foregoing basis, Petitioner believes he has been damaged and will continue 

to be damaged by the existence of the United States Trademark Registration No. 5,011,919. 
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Wherefore, Petitioner’s prays for cancellation of the United States trademark Registration No. 

5,011,919. 

 

Dated: May 31, 2017 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

ING. KHACHATUR MKRTCHYAN 

 

 Petitioner, 

 

  v. 

 

BIOSTAR TECHNOLOGY  

INTERNATIONAL, LLC, 

 

 Registrant. 

 

 

 

Proceeding No: 92066217 

 

 

 

REGISTRANT’S MOTION TO DISMISS 

Registrant Biostar Technology International, LLC, by and through its attorneys Revision 

Legal, PLLC, moves the Trademark Trial and Appeal Board (the “Board”) to Dismiss Petitioner’s 

Petition pursuant to Fed. R. Civ. P. 12(b)(6) and TBMP § 503, and states the following in support: 

SUMMARY OF ARGUMENT 

 This Petition to Cancel the subject registration (the “Petition”) is fatally flawed because it 

relies on an incorrect priority date as shown on the record, irrelevant and facially incorrect 

assertions of fact, and does not contain any allegations sufficient to establish a reasonable inference 

that Registrant misrepresented the source of its goods or committed fraud on the United States 

Patent and Trademark Office (“USPTO”).  Furthermore, the record shows this Peition was 

prepared by a foreign attorney who is not authorized to practice before the Board.  This Petition is 

Ing. Khachatur Mkrtchyan’s second attempt at using an unauthorized foreign attorney to challenge 

the subject registration with spurious claims.  Because Petitioner cannot amend this Petition to 

remedy its flaws, it should be dismissed with prejudice. 
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STATEMENT OF FACTS 

1. Petitioner’s Previous Filing Through a Foreign Attorney Was Rejected and 

Petitioner now Files Through Another Foreign Attorney 

 

 This is Petitioner’s second attempt to file a petition to cancel Registration No. 5,011,919. 

On March 1, 2013 Petitioner–with the assistance of a foreign attorney not license to practice in the 

United States–filed a petition to cancel. Ex 1, Miscellaneous Proceeding No. 86830759 Petition to 

Cancel. The Board did not entertain this filing, in part, because the attorney was not licensed in 

the United States. Ex 2, April 27, 2017 Order. For its instant Petition to Cancel, Petitioner lists 

“BASHUK CHICHKANOV, YURIDICHESKAYA FIRMA” from the “RUSSIAN 

FEDERATION” as the Petitioner’s correspondent, including the following email addresses: 

a.bashuk@bashukchichkanov.com, a.bashuk@yandex.ru. Ex 3, Petition to Cancel Cover Page. 

BASHUK CHICHKANOV, YURIDICHESKAYA FIRMA is a Russian law firm. Ex 4. Leaving 

little doubt that someone other than Petitioner prepared the pleading, Petitioner’s signature on the 

Petition to Cancel appears to be a digital screenshot copied and pasted into the document itself: 

 

Screenshot from Petition to Cancel, p. 10. 

2. Registrant’s Registration 

Registrant filed federal trademark application Serial No. 86/830,759 on November 24, 

2015 for  for “computer software and hardware for use in measuring the 
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frequency of energy emitted by the human body” noting a first use date of January 6, 2005. Ex 5, 

Certificate of Registration. This application was registered on August 2, 2016 under Registration 

No. 5,011,919. Id.  

3. Petitioner’s Grounds for Cancellation  

 

 Petitioner asserts four grounds for cancellation: 1) priority and likelihood of confusion 

pursuant to Trademark Act Sections 14(1) and 2(d); 2) that Registrant is not the rightful owner of 

the mark pursuant to “Section 14(1) and 1”
1
; 3) that subject registration is being used “to 

misrepresent the source of the goods or services on or in connection with which the mark is used 

under the Trademark Act Section 14(3)”; and 4) fraud on the USPTO pursuant to “Trademark Act 

Section 14(3)”.  

4. Petitioner’s Factual Allegations Regarding Priority 

 

At ¶¶ 5-20, Petitioner provides the following factual allegations to support his claim for 

priority. Specifically, Petitioner lays out the following timeline:  

• 2006: Petitioner allegedly creates the designation DIACOM by naming his Russian 

entity ДИАКОМ, which Petitioner asserts is the Russian translation of DIACOM 

(Petition at ¶ 5); 

• 2007: Petitioner’s employee allegedly creates the DIACOM design mark (Id. at ¶ 

6); 

• July 2007: Petitioner allegedly starts using the mark in commerce, but does not 

indicate the country in which Petitioner used the mark (Id. at ¶ 7); 

                                                
1
 Contrary to Petitioner’s belief, “being the rightful owner” is not a statutory ground for cancellation to the extent 

this claim is understood by Registrant. 15 U.S.C. § 1064.  
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• February 2008: Petitioner allegedly obtains a certificate about complying with 

Russian safety standards (Id. at ¶ 9); 

• May 2008: Petitioner allegedly obtains a certificate about complying with Czech 

Republic safety standards (Id. at ¶ 10); 

• April 2009: Petitioner allegedly registers himself as an entrepreneur in the Czech 

Republic (Id. at ¶ 13); 

• April 5, 2012: Petitioner allegedly files a Czech Republic trademark application for 

DIACOM TECHNOLOGY (Id. at ¶ 14); 

• April 4, 2014: Petitioner allegedly files a Czech Republic trademark application for 

DIACOM MEDITRONIC (Id. at ¶ 15); and, 

• April 25, 2015:
2
 Petitioner allegedly files a Czech Republic trademark application 

(Czech Republic Registration No. 522575) for DIACOM for electric measuring 

devices and radiological apparatus for medical purposes, radiotherapy apparatus 

(Id. at ¶ 16); 

Next, Petitioner alleges the Czech Republic Registration No. 522575 filed on “May 25, 

2015” was “applied as an international trademark application No. 1319213 for electric measuring 

devices… and radiological apparatus for medical purposes, radiotherapy apparatus…under the 

Madrid protocol in some countries, including the U.S.A.” Id. at ¶ 17. Petitioner concludes that “the 

priority date of Petitioner’s DIACOM trademark is May 25, 2015 (the filing date of the basic 

Czech application No. 522575). Id. at ¶20. 

 

                                                
2
 Petitioner’s citation to April 25, 2015 seems to be an error as Petitioner’s Exhibit 8 shows a filing date of May 25, 

2015. 
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5. Petitioner’s Factual Omissions Regarding Priority  

 

In rather conspicuous fashion, Petitioner fails to note the date on which he filed for 

protection under the Madrid Protocol. As evidenced by the attached Exhibits 6 and 7, Petitioner 

filed international application No. 1319213, based on Czech Republic Registration No. 522575, 

designating the United States on July 4, 2016, or 1 year and 9 months after Czech Republic 

Registration No. 522575 was filed. 

6. Petitioner’s Allegations of Registrant’s Fraud on the USPTO 

 

From ¶¶ 21-34, Petitioner provides a rambling narrative of an irrelevant alleged history 

between the parties. Specifically, Petitioner claims that Registrant sold DIACOM products as “a 

representative of the Petitioner’s distributor in the U.S.A.” in 2011.  Petition at ¶ 21. Petitioner 

states that the “first business contact” between the parties was in 2013. Id. at ¶ 22. This alleged 

“business contact” came in the form of Registrant buying advertising space on Petitioner’s website 

to advertise Registrant’s “title” of DIACOM-LA. Id.; See also Petitioner’s Ex 11. Petitioner 

alleges the parties executed a distribution contract in 2014 in which Registrant obtained the right 

to sell Petitioner’s products and that Registrant breached the agreement. Id. at ¶¶ 23-26. 

Petitioner then asserts Registrant owns <diacom-3d-nls.com>, that through this website 

Registrant posted false information that “defamed and damaged” Petitioner, that Registrant 

emailed Petitioner’s clients and distributors “with false information about Petitioner’s products 

and offer [sic] to buy the Registrant’s products;” and that Registrant bought Chinese products and 

labeled them as DIACOM. Id. at ¶¶ 27-30.  

Petitioner, at ¶ 31, then makes the following allegation regarding the goods identified in 

Registrant’s registration, which forms the basis of its fraud claim: 
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Notwithstanding the Registrant's goods specification as “Computer 

software and hardware for use in measuring the frequency of 

energy emitted by the human body” for the trademark Registration 

№5,011,919, Registrant actually uses this trademark for “electric 

measuring devices” and “radiotherapy apparatus” goods and 

doesn't use it for the applied “computer hardware and software” 

goods. Registrant’s products are physical independent devices, 

which function without a computer. The screenshot from the 

http://www.diacom-3dnls.com/ website is attached hereto as 

Exhibit 17 as the evidence of this fact. Also, the “Plasma generator” 

device, specified in the trademark application №86830759 by 

Registrant as a specimen, actually is radiotherapy apparatus, but 

not computer hardware.  

 

Petitioner claims that Registrant “continues his illegal actions” by selling “the same 

products” under the Petitioner’s mark DIACOM, but that Registrant’s goods are not FDA certified. 

Id. at ¶ 32. Petitioner claims this forced him to report Registrant to the police in the Czech 

Republic. Id. at ¶ 33. Then Petitioner concludes that “it’s obvious” Registrant’s first use date of 

DIACOM, January 6, 2005, is false. Id. at ¶ 34.  

At ¶¶ 35-43, Petitioner presents his “Grounds for Cancellation”. Petitioner claims: 

• He is the “rightful creator and the owner of the DIACOM designation for the 

electric measuring devices and radiological apparatus for medical purposes, 

radiotherapy apparatus” (Id. at ¶ 35);  

• That Registrant uses its registered mark on the same goods for which Petitioner 

uses DIACOM, being “electric measuring devices and radiological and 

radiotherapy apparatus” (Id. at ¶ 36-37); 

• That Petitioner’s priority date for DIACOM in the United States is May 25, 2015 

(Id. at ¶ 38) which is earlier than the filing date of the subject mark (November 24, 

2015) (Id. at ¶¶ 38-40); 
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• That Registrant’s registration should be cancelled because “Registrant is not the 

rightful owner of mark for identified goods or services under “Trademark Act 

Sections 14(1) and 1” (Id. at ¶ 41); and, 

• That “because of Registrant’s unfair competition and Registrant’s actions directed 

to mislead customers about the real manufacture of the product,” Registrant’s 

registration should be cancelled because the “registration is being used by the 

registrant so as to mispresent the source of the goods or services on or in connection 

with which the mark is used under the Trademark Act Section 14(3)” (Id. at ¶ 42).  

STANDARD OF REVIEW  

To withstand a Motion to Dismiss pursuant to Fed. R. Civ. P. 12(b)(6), a petitioner must 

allege facts that, if proven, would establish that the petitioner is entitled to the relief sought. See 

Fair Indigo, LLC v. Style Conscience, 85 U.S.P.Q.2d 1536, 1538 (TTAB 2007). Specifically, the 

petitioner must allege facts that establish that: (1) the petitioner has standing to bring the 

proceeding; and (2) the petitioner has a valid statutory ground for cancelling the registration. Id. 

A “complaint must contain sufficient factual matter, accepted as true, to ‘state a claim to relief that 

is plausible on its face.’” Ashcroft v. Iqbal, 129 S. Ct. 1937, 1949 (2009), quoting Bell Atlantic 

Corp. v. Twombly, 550 U.S. 544, 570 (2007). “In the context of cancellation proceedings before 

the Board, a claim is plausible on its face when the petitioner pleads factual content that if proved, 

would allow the Board to conclude, or draw a reasonable inference that, the petitioner has standing 

and that a valid ground for cancellation exists.” Corporacion Habanos, S.A. & Empresa Cubana 

Del Tabaco, D.B.A. Cubatabaco, 92052146, 2011 WL 3871952 (TTAB Order Dkt. No. 16, Aug. 

1, 2011) (citing Twombly, 550 U.S. at 556). The purpose of a Rule 12(b)(6) motion is to “’eliminate 
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actions that are fatally flawed in their legal premises and destined to fail….” Meckatzer Lowenbrau 

Benedikt Weib Kg, 95 U.S.P.Q.2d 1185 (TTAB May 13, 2010). 

ARGUMENT 

I. THE BOARD SHOULD DISMISS THE PETITION IN WHOLE BECAUSE 

PETITIONER IS BEING REPRESENTED BY A FOREIGN ATTORNEY  

 

Only “attorneys” defined under 37 C.F.R. § 11.1 may represent others before the Office in 

trademark cases. See also 37 C.F.R. § 11.14. “Attorney” is defined as “an individual who is an 

active member in good standing of the bar of the highest court of any State. 37 C.F.R. § 11.11. 

Foreign attorneys are permitted to apply for reciprocal registration, provided the attorney can prove 

to the OED Director that he or she is registered and in good standing before the patent or trademark 

office of the attorney’s home country. 37 C.F.R. § 11.14(c). However, this is only available if the 

home country’s trademark office allows substantially reciprocal privileges to those permitted to 

practice in trademark matters before the Office. Id. Currently, only Canada provides substantial 

reciprocal privileges. TBMP § 114.05.  

“An individual who is not entitled, under 37 C.F.R. § 11.14 [other citations omitted], to 

practice before the Office in trademark cases, will not be permitted to represent a party in a 

proceeding before the Board, and may not file submissions on behalf of the party.” TBMP § 

117.08. “If it comes to the attention of a Board attorney that such an individual is attempting to 

represent a party in a Board proceeding, the Board attorney will bring the matter to the attention 

of the Chief Administrative Trademark Judge, who will coordinate appropriate action with the 

Office of Enrollment and Discipline.” Id. “Moreover, no Board correspondence intended for the 

party will be sent to the individual. Id. Rather, the Board will send such correspondence to the 

party itself, or to the party’s attorney or other authorized representative entitled to practice before 

the USPTO in trademark cases. Id. 
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The Petition filed overwhelmingly shows that Ing. Khachatur Mkrtchyan is not 

representing himself. Instead, his Russian attorney Bashuk Aleksey Andreevich is presenting him. 

Ex 8, Bashuk Aleksey Andreevich profile at <bashukchichkanov.com>. Attorney Bashuk is 

expressly listed as the Petitioner’s representative: 

 

Attorney Bashuk is also listed as Petitioner’s attorney of record for Serial No. 79/196,312. 

Ex 9, ‘312 Application TSDR Printout. While it appears that Petitioner himself signed the Petition, 

this signature is extremely suspect as it appears to have been digitally transplanted into the 

document someone else (his Russian attorney) prepared. This is Petitioner’s second attempt at 

using a foreign attorney before the Board. Ex 2, April 27, 2017 Order. Given Petitioner has 

repeatedly disregarded the Board’s rules, dismissal with prejudice is proper.  
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II. PETITIONER’S PRIORITY AND LIKELIHOOD OF CONFUSION CLAIMS 

FAIL AS A MATTER OF LAW  

 

Petitioner seeks to cancel Registrant’s registration based on priority and likelihood of 

confusion. Both positions are fatally flawed. On May 25, 2015, Petitioner filed a trademark 

application for DIACOM in the Czech Republic. Petitioner argues that date is the priority date 

within the U.S. because he applied for an extension of protection for that registration into the U.S.  

But that May 25, 2015 date would only be available as the priory date if Petitioner filed for 

extension of protection to the United States within 6 months of the May 25, 2015 filing. TMEP § 

1904.01(e). Petitioner failed to do so. Plaintiff filed his request for extension of protection in the 

United States on July 4, 2016, or 1 year and 9 months after filing his Czech application. Exs. 6,  7. 

As a result, Petitioner cannot use May 25, 2015 as a priority date and this ground for cancellation 

should be dismissed with prejudice.  

In a similar vein, Petitioner’s claim for likelihood of confusion also fails. “In a cancellation 

proceeding, to establish priority on a likelihood of confusion claim
 
brought under Section 2(d), a 

party must prove that, vis-à-vis the other party, it owns ‘a mark or trade name previously used in 

the United States . . . and not abandoned.’” Alexander Kronik v Sayed Najem, 2016 WL 837734 

(TTAB Feb. 11, 2016) (citing 15 U.S.C. § 1052(d)). “A party may establish its own prior 

proprietary rights in a mark through actual use, use analogous to trademark use, or an earlier 

constructive use date accorded to the party’s own application.” Id. (citing Giersch v. Scripps 

Networks Inc., 90 USPQ2d 1020, 1022 (TTAB 2009)). Absent proof of ownership of such superior 

rights vis-à-vis the defendant, the plaintiff cannot prevail on its Section 2(d) claim. See, 

e.g., American Security Bank v. American Security and Trust Company, 571 F.2d 564, 197 USPQ 

65, 66 (CCPA 1978); Corporate Document Services Inc. v. I.C.E.D. Management Inc., 48 USPQ2d 
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1477 (TTAB 1998); and Intersat Corp. v. International Telecommunications Satellite 

Organization, 226 USPQ 154, 156 n.5 (TTAB 1985).  

Outside of Petitioner’s flawed priority analysis described above, Petitioner has failed to 

allege any facts evidencing a priority date superior to Registrant’s filing date of November 24, 

2015. At most, Petitioner simply contends that Registrant’s first use date is “obviously” false. 

Compl. at ¶ 34. This conclusory statement does not state a valid ground for cancellation. 3 

McCarthy on Trademarks and Unfair Competition § 20:54 n.6 (4th ed.) (citing In re W.R. Case & 

Sons Cutlery Co., 12 U.S.P.Q. 1544 (TTAB 1989)). 

III. PETITIONER FAILED TO STATE A CLAIM FOR MISREPRESENTATION 

OF SOURCE  

 

“The term misrepresentation of source, as used in Section [14(3)] of the Act, refers to 

situations where it is deliberately misrepresented by or with the consent of the registrant 

that goods and/or services originate from a manufacturer or other entity when in fact 

those goods and/or services originate from another party.” Osterreichischer Molkerei-und 

Kasereiverband Registriete GmbH v. Marks and Spencer Limited, 203 USPQ 793, 794 (TTAB 

1979). See Global Maschinen GmbH v. Global Banking Systems, Inc., 227 USPQ 862, 864 n.3 

(TTAB 1985). In order to prevail, petitioner must show that respondent took steps to deliberately 

pass off its goods as those of petitioner. That is, petitioner must establish “blatant misuse of the 

mark by respondent in a manner calculated to trade on the goodwill and reputation of 

petitioner.” Otto Int'l Inc. v. Otto Kern GmbH, 83 USPQ2d 1861, 1863 (TTAB 

2007), quoting McDonnell Douglas Corp. v. National Data Corp., 228 USPQ 45, 47 (TTAB 

1985).  See also Theodore H. Davis, Jr., “Cancellation Under Section 14(3) for Registrant 

Misrepresentation of Source,” 85 TMR 67 (Jan.-Feb. 1995) (“As a vehicle for canceling federal 

registrations, Section 14(3)'s misrepresentation of source prong has been invoked infrequently, 



 12 

much less successfully used.”). Thus, in reviewing the record, we look for evidence reflecting 

respondent’s deliberate misrepresentation of the source of its products, “blatant misuse” of the 

mark, or conduct amounting to the deliberate passing-off of respondent's goods. Willful use of a 

confusingly similar mark is not sufficient. McDonnell Douglas Corp. v. National Data Corp., 228 

USPQ at 47. Because intentional misrepresentation is a “classic fraud” count in other contexts, 

federal courts require pleadings containing this ground for cancellation to be pled with specificity 

consistent with Fed. R. Civ. P. 9(b). American Cruise Lines, Inc. v HMS American Queen 

Steamboat Company LLC, 223 F.Supp.3d 207, 213, (D. DE. 2016).  

Petitioner’s claims are largely irrelevant to a proceeding before the Board. Petitioner claims 

Registrant engaged in “unfair competition” against him and committed defamation. Petition at ¶¶ 

26, 28, 29. At most, Petitioner presents a run-of-the-mill likelihood of confusion claim. Id. at ¶¶ 

30-31. This is simply not sufficient, consistent with Fed. R. Civ. P. 9(b), to establish a claim for 

passing off or that Registrant “blatantly represented” its goods or services as coming from 

Petitioner. See American Cruise Lines, Inc. v HMS American Queen Steamboat Company LLC, 

213-14, (D. DE. 2016).  

IV. PETITIONER FAILED TO STATE A CLAIM FOR FRAUD ON THE USPTO  

 

Petitioner presents a narrow claim for fraud. Petitioner alleges that Registrant does not use 

the DIACOM trademark on the applied goods. Petition at ¶ 31, 43. Specifically, Registration is for 

the subject mark in association with “Computer software and hardware for use in measuring the 

frequency of energy emitted by the human body” in international class 009. Petitioner claims 

Registrant does not use its mark in association with “Computer software and hardware for use in 

measuring the frequency of energy emitted by the human body”; but rather, with “electric 

measuring devices and radiotherapy apparatus.” Petition at ¶¶ 31, 43.  
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Fraud occurs when an applicant knowingly makes false, material representations of fact in 

connection with an application to register. “There is no fraud if a false representation is occasioned 

by an honest misunderstanding or inadvertence without a willful intent to deceive.” In re Bose 

Corp., 91 USPQ2d at 1942. “Unless the challenger can point to evidence to support an inference 

of deceptive intent, it has failed to satisfy the clear and convincing evidence standard required to 

establish a fraud claim.” Id. To prove a claim of fraud, petitioner must show that: 

(1) respondent made a false representation to the USPTO; 

(2) respondent had knowledge of the falsity of the representation; 

(3) the false representation was material to the continued registration of the mark, and 

(4) respondent made the representation with the intent to deceive the USPTO. 

 

In re Bose Corp., 91 USPQ2d at 1941.  A party asserting a fraud claim is under a heavy burden of 

proof because fraud must be proved by clear and convincing evidence, leaving nothing to 

speculation, conjecture, or surmise. The very nature of the charge of fraud requires that it be proven 

“to the hilt” with clear and convincing evidence. Any doubt must be resolved against the party 

making the claim. Sinclair Oil Corp. v. Kendrick, 85 USPQ2d 1032, 1035 (TTAB 2007); Smith 

International, Inc. v. Olin Corporation, 209 USPQ 1033, 1043 (TTAB 1981). And allegations of 

fraud must comply with Fed. R. Civ. P. 9(b). TBMP § 309.03(c) n.33. 

 Petitioner’s claim fails as a matter of law because Petitioner has failed to allege any facts 

showing that Registrant made a false representation that was material to the registration of the 

mark or that any representation was made with the intent to deceive the USPTO. The distinction 

Petitioner attempts to draw between the goods identified in the subject registration and the goods 

Petitioner believes Registrant sells is, at most, insubstantial. Petitioner’s allegation that 

Registrant’s goods are misidentified is false on its face.  An “apparatus” can comprise hardware 

and software. Additionally, Petitioner failed to plead any facts, consistent with Fed. R. Civ. P. 9(b), 

showing why that alleged misrepresentation was material to obtaining the registration. And 
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Petitioner provides no facts whatsoever as to Registrant’s intent to deceive. Without such facts, 

Petitioner has failed to state a claim.  

CONCLUSION 

Petitioner’s Petition should be dismissed in whole without a review of the merits because 

he used, for the second time, a foreign attorney who is not permitted to practice before the Board. 

In the alternative, this Petition should be dismissed in whole because it is  based on faulty reasoning 

regarding priority and irrelevant allegations regarding foreign registrations, foreign safety 

standards, breach of contract, defamation, and unfair competition. This Petition is inherently and 

fatally flawed and should be rejected in total with prejudice. For the reasons stated above, 

Registrant respectfully requests this Board GRANT its Motion to Dismiss and dismiss this Petition 

in whole and with prejudice.  

Date: July 13, 2017    /s/ Eric Misterovich  

Eric Misterovich 

John Di Giacomo 

Anderson Duff 

Revision Legal, PLLC 

109 E. Front St. 

Suite 309 

Traverse City, MI 49684 

Phone: (231) 714-0100 

Fax: (231) 714-0200 

eric@revisionlegal.com  

john@revisionlegal.com 

Anderson@revisionlegal.com    

  

Attorneys for Registrant 
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PROOF OF SERVICE  

 

 I, Eric Misterovich, hereby certify that a true and complete copy of the foregoing 

Registrant’s Motion to Dismiss has been served on ING. KHACHATUR MKRTCHYAN by 

forwarding said copy on July 13, 2017, via email to: a.bashuk@bashukchichkanov.com, 

a.bashuk@yandex.ru. 

 

Date: July 13, 2017    /s/ Eric Misterovich  

Eric Misterovich 

John Di Giacomo 

Anderson Duff 

Revision Legal, PLLC 

109 E. Front St. 

Suite 309 

Traverse City, MI 49684 

Phone: (231) 714-0100 

Fax: (231) 714-0200 

eric@revisionlegal.com  

john@revisionlegal.com 

Anderson@revisionlegal.com    

  

Attorneys for Registrant 
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Mailed:  April 27, 2017 

 

Khachatur Mkrtchyan 

Diacom Technology 

189 Jedova 

Neratovice, CZ-277 11 

Czech Republic 

 

Biostar Technology International, LLC 

4443 W. Sunset Blvd. 

Suite B 

Los Angeles, CA 90027 

United States 

 

In re Registration No. 5011919 

Issued: 8/2/2016 

Registrant: Biostar Technology International LLC 

Mark: DIACOM USA 

 

By the Trademark Trial and Appeal Board: 

 

  On March 1, 2017, Eva Winklerova, Attorney at Law, on behalf of 

Khachatur Mkrtchyan (“Petitioner”) filed a “Petition to Cancel” against 

Registration No. 5011919, owned by Biostar Technology International, LLC. 

  The petition to cancel was filed in paper form. The paper submission is not 

acceptable for three separate reasons. First, the petition to cancel was filed by a 

foreign attorney. Second, the petition to cancel was not accompanied by the 

required fee.   Third, the petition to cancel was filed in paper rather than 

UNITED STATES PATENT AND TRADEMARK OFFICE 

Trademark Trial and Appeal Board 

P.O. Box 1451 

Alexandria, VA  22313-1451 

General Contact Number: 571-272-8500 



Miscellaneous No. 86830759 
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through the Board’s Electronic System for Trademark Trials and Appeals 

(“ESTTA”) (see below) without a Petition to the Director, as required by the 

TTAB amended rules of practice, which became effective January 14, 2017. 

  In regard to the foreign attorney, only attorneys defined under 37 C.F.R. § 

11.1 may represent others before the Office in trademark cases. See also 37 

C.F.R. § 11.14(a-(d Petitioner’s attorney has not demonstrated to the Board that 

she is entitled to practice before the USPTO; e.g., that as an attorney practicing 

in a foreign country she is also an active member in good standing of the bar of 

the highest court of any State of the United States. See Trademark Trial and 

Appeal Board Manual of Procedure (TBMP) § 114.05 (Jan. 2017). 

  With respect to the fee, “[p]etitions for cancellation are not accepted for 

filing unless accompanied by the statutory fee.” Fred Bevs., Inc. v. Fred's 

Capital Mgmt. Co., 605 F.3d 963, 94 USPQ2d 1958, 1959 (Fed. Cir. 2010); .15 

U.S.C. § 1064, 37 C.F.R. § 2.111(a); TBMP § 302(“[A] cancellation proceeding is 

commenced by the timely filing of a petition for cancellation, together with the 

required fee, in the USPTO.”).1 Inasmuch as the petition to cancel was not 

accompanied by the required fee, the petition cannot be given consideration. A 

filer’s failure to include the required fee alone, is a basis for not instituting a 

petition to cancel.   

Finally, the filing is unacceptable under the recent amendments to the TTAB 

rules of practice that went into effect on January 14, 2017. On October 7, 2016, the 

                     
1 A copy of the January 2017 TBMP is available at the TTAB home page at the USPTO 

website, www.uspto.gov under Policies and Procedures. 



Miscellaneous No. 86830759 

 

 3

Board published its NOTICE OF FINAL RULEMAKING at 81 Fed. Reg. 69950, thereby 

providing the public three months advance notice of these changes to the rules of 

practice. The NOTICE alerted the public that Trademark Rule 2.126, 37 C.F.R. § 

2.126, was being amended to state affirmatively that filing via ESTTA is mandatory 

for all filings and that a Petition to the Director is required for certain submissions 

filed in paper form, including a petition for cancellation. 

In sum, Petitioner’s submission of the petition to cancel in paper form is not 

acceptable because it was filed by a foreign attorney, it was not accompanied by the 

requisite fee, and it was not accompanied by a Petition to the Director. The remedy 

for Petitioner lies in submitting a renewed petition to cancel through ESTTA, 

withthe required fee and by the appropriate party. As a reminder, ESTTA users are 

strongly urged to plan ahead. TBMP § 110.01(b). Brief outages of ESTTA, as with 

any computerized system, occur from time to time without prior notice.2   

cc: 

JUDr. Eva Winklerova 

Zeleny Pruh 1294/52,  

147 00 Praha 4 

Czech Republic 

eva.winkler@cdipraha.cz  

 
 

 

                     
2 A user may check system status and planned outages from the TTAB homepage at 

www.uspto.gov. Instructions for filing documents with the TTAB during an outage are also 

available. Such instructions provide useful information pertinent to filing in paper. 
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Cancellation

Number: 92066217 Filing Date: 05/31/2017
Status: Pending Status Date: 05/31/2017

General Contact Number: 571­272­8500
Interlocutory Attorney: MIKE WEBSTER

Paralegal Name: LALITA R WEBB

Defendant
Name: Biostar Technology International LLC

Correspondence:
BIOSTAR TECHNOLOGY INTERNATIONAL LLC
SUITE B , 4443 W SUNSET BLVD 
LOS ANGELES, CA 90027
UNITED STATES
jason@llapc.com
Phone: 866­400­2507

 
Serial #: 86830759 Application File Assignment Registration #: 5011919

Application Status: Cancellation Pending
Mark: DIACOM USA

Plaintiff
Name: Khachatur Mkrtchyan

Correspondence: BASHUK CHICHKANOV, YURIDICHESKAYA FIRMA
UL. STUDENCHESKAYA, 34, OF.4 
KURSK, 305040
RUSSIAN FEDERATION
a.bashuk@bashukchichkanov.com, a.bashuk@yandex.ru
Phone: +79207204848

 
Serial #: 79196312 Application File Assignment

Application Status: Non­Final Action ­ Mailed
Mark: DIACOM

Prosecution History
# Date History Text Due Date
3 06/05/2017 PENDING, INSTITUTED
2 06/05/2017 NOTICE AND TRIAL DATES SENT; ANSWER DUE: 07/15/2017
1 05/31/2017 FILED AND FEE

Results as of 07/12/2017 08:57 AM Back to search results Search:

| .HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY POLICY

http://www.uspto.gov/index.html
http://ttabvue.uspto.gov/ttabvue/v
http://www.uspto.gov/index.html
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/main/sitesearch.htm
http://www.uspto.gov/main/definitions.htm
http://www.uspto.gov/main/contacts.htm
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/helpdesk/status/status.htm
http://www.uspto.gov/main/newsandnotices.htm
http://www.uspto.gov/web/menu/feedback.html
http://ttabvue.uspto.gov/ttabvue/v
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http://tsdr.uspto.gov/#caseNumber=86830759&caseType=SERIAL_NO&searchType=statusSearch
http://tsdr.uspto.gov/#caseNumber=86830759&caseType=SERIAL_NO&searchType=documentSearch
http://assignments.uspto.gov/assignments/q?db=tm&sno=86830759
http://tsdr.uspto.gov/#caseNumber=5011919&caseType=US_REGISTRATION_NO&searchType=statusSearch
http://ttabvue.uspto.gov/ttabvue/v?pnam=Khachatur%20Mkrtchyan%20%20
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http://assignments.uspto.gov/assignments/q?db=tm&sno=79196312
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LEGAL ACTION
Business objectives

We are specialized in Intellectual Property and Business Law.
 
Intellectual property: registering trademarks, software, inventions and utility models, conducting a patent
search according to GOST, develop sets of contract documents for the development of sites, programs
and design of R & D, prepare licensing and franchising agreements. 
 
Legal support of business: register individual entrepreneurs, commercial and non-profit organizations. We
work on outsourcing as an external legal department - take care of the legal part of the business:
contracts, claims and judgments, we put in order internal workflow.
 
Intellectual property and contractual documentation are working with customers from all regions of
Russia: Moscow help organizations save money on paying for the services of the capital lawyers relieve
customers from the small towns of the forced treatment of the "generalists".
 
In our opinion, formalistic attitude of the lawyer to the case inadmissible. Our job - to identify the client's
business problem and solve it with the help of law. To do this, we together with the client determines that
there is now, you need to get and how to get it, and only then proceed to the legal procedures. With this
approach, our customers achieve the desired result, and we have regular customers who are satisfied
with our services. 

OUR
COMPA

NY

PRACTICE
Intellectual property
Corporate law
Legal outsourcing
trade secret

INDUSTRY
Information Technology
Catering
Mass media
Non-profit organizations
startups

A complete list of services

ABOUT USINDUSTRY PRACTICE CONTACTS

http://www.bashukchichkanov.com/intellektualnaya-sobstvennost
http://www.bashukchichkanov.com/korporativnoe-pravo
http://www.bashukchichkanov.com/yuridicheskij-autsorsing
http://www.bashukchichkanov.com/kommercheskaya-tajna
http://www.bashukchichkanov.com/information-technology
http://www.bashukchichkanov.com/foodservice
http://www.bashukchichkanov.com/mass-media
http://www.bashukchichkanov.com/non-commercial-organization
http://www.bashukchichkanov.com/startup
http://www.bashukchichkanov.com/services
http://www.bashukchichkanov.com/who-we-are
http://www.bashukchichkanov.com/
http://www.bashukchichkanov.com/
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Имя

Email

Тема

Сообщение

to send

CONTACT US

ул. Дзержинского, 82, Курск, Курская обл., Россия, 305035

Картографические данные © 2017 Google200 м 

Kursk, Dzerzhinsky 82, office 14

+7 (4712) 25-09-01 

+7 920 720 48 48

8 800 707-30-67

info@bashukchichkanov.com

WRITE TO US

Basuki ČIČKANOV,
LAW FIRM

OGRN 1154632009102
© 2017

T R U S T  U S

COMMERCIAL AND

INDUSTRIAL  
CHAMBER OF KURSK  

REGION

ASSOCIATION   
SUPPORT CENTER   

ENTERPRISE   
KURSK REGION

ABOUT USINDUSTRY PRACTICE CONTACTS

mailto:info@bashukchichkanov.com
https://kursk.tpprf.ru/ru/
http://www.vityazi.ru/
http://cpp46.ru/
http://www.bashukchichkanov.com/who-we-are
http://www.bashukchichkanov.com/
http://www.bashukchichkanov.com/
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Reg. No. 5,011,919 

Registered Aug. 02, 2016 

Int. Cl.: 9

Trademark

Principal Register 

Biostar Technology International LLC (CALIFORNIA LIMITED LIABILITY COMPANY)

Suite B

4443 W Sunset Blvd

Los Angeles, CA 90027

CLASS 9: Computer software and hardware for use in measuring the frequency of energy

emitted by the human body

FIRST USE 1-6-2005; IN COMMERCE 1-6-2005

The color(s) Blue, white, and black is/are claimed as a feature of the mark.

The mark consists of the word "Diacom" in blue and white. Immediately to the right of the

word is a design comprised of a blue sphere with black orbit lines and the word "USA" in

black that appears within a white oval with a black border.

No claim is made to the exclusive right to use the following apart from the mark as shown:

"USA"

SER. NO. 86-830,759, FILED 11-24-2015

GIANCARLO CASTRO, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal

between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with

the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use

(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).

The time periods for filing are based on the U.S. registration date (not the international registration date).  The

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for

nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations

do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying

international registration at the International Bureau of the  World Intellectual Property Organization, under

Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the

date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the

international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h

ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.

Page: 2 of 2 / RN # 5011919
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United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

  Trademarks > Trademark Electronic Search System (TESS)
  

TESS was last updated on Wed Jul 12 05:00:44 EDT 2017

                   
     

Logout  Please logout when you are done to release system resources allocated for you.

Start List At: OR Jump to record: Record 4 out of 9

     ( Use the "Back" button of the Internet Browser to return to
TESS) 

Word Mark DIACOM
Goods and Services IC 009. US 021 023 026 036 038. G & S: Electric measuring devices

IC 010. US 026 039 044. G & S: Radiological apparatus for medical purposes, radiotherapy
apparatus

Mark Drawing Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS
Design Search Code 01.07.07 ­ Astronomic orbits; Globes with rings or orbits

03.23.12 ­ Spider webs; Spiders; Tarantulas
26.03.02 ­ Ovals, plain single line; Plain single line ovals
27.03.05 ­ Objects forming letters or numerals

Serial Number 79196312
Filing Date July 4, 2016
Current Basis 66A
Original Filing Basis 66A
International Registration
Number 1319213

Owner (APPLICANT) Ing. Khachatur Mkrtchyan UNKNOWN NOT PROVIDED Jedová 189 CZ­277 11
Neratovice CZECH REPUBLIC

Description of Mark Color is not claimed as a feature of the mark.
Type of Mark TRADEMARK
Register PRINCIPAL
Live/Dead Indicator LIVE

                   
     

http://www.uspto.gov/index.html
http://www.uspto.gov/index.html
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/main/sitesearch.htm
http://www.uspto.gov/main/faq/index.html
http://www.uspto.gov/main/glossary/index.html
http://www.uspto.gov/main/definitions.htm
http://www.uspto.gov/main/contacts.htm
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/helpdesk/status/status.htm
http://www.uspto.gov/main/newsandnotices.htm
http://www.uspto.gov/web/menu/feedback.html
http://www.uspto.gov/main/trademarks.htm
http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=help&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/showfield?f=toc&state=4801%3A4vi4ro.4.1
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801%3A4vi4ro.4.1
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801%3A4vi4ro.4.3
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801%3A4vi4ro.4.5
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801%3A4vi4ro.4.9
http://tsdr.uspto.gov/#caseNumber=79196312&caseType=SERIAL_NO&searchType=statusSearch
http://assignments.uspto.gov/assignments/q?db=tm&qt=sno&reel=&frame=&sno=79196312
http://ttabvue.uspto.gov/ttabvue/v?qs=79196312
http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/gate.exe?f=help&state=4801:4vi4ro.4.4
http://tmsearch.uspto.gov/bin/showfield?f=toc&state=4801%3A4vi4ro.4.1
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801%3A4vi4ro.4.1
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801%3A4vi4ro.4.3
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801%3A4vi4ro.4.5
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801%3A4vi4ro.4.9
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151

180

270

732

540

531

511

821

882

1319213 - DIACOM

AM  AU  BY  CN  EM  RU  TR  US  

Date of the registration

04.07.2016

Expected expiration date of the registration/renewal

04.07.2026

Language of the application

English

Current Status

Name and address of the holder of the registration

Ing. Khachatur Mkrtchyan

Jedová 189

CZ­277 11 Neratovice

(CZ)

Mark

International Classification of the Figurative Elements of Marks (Vienna Classification) ­ VCL(7)

01.05.06; 03.13.02; 03.13.08; 27.05.04

International Classification of Goods and Services for the Purposes of the Registration of Marks (Nice Classification)

­ NCL(10­2016)

09 Electric measuring devices.
 
10 Radiological apparatus for medical purposes, radiotherapy apparatus.

Basic application

CZ,  25.05.2015, 522575

Basic registration

CZ,  21.10.2015, 349218

printed: 12.07.2017
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832

834

527

Designation(s) under the Madrid Protocol

AU ­ EM ­ TR ­ US

Designation(s) under the Madrid Protocol by virtue of Article 9sexies

AM ­ BY ­ CN ­ RU

Indications regarding use requirements
US

Registration : 2016/45 Gaz, 17.11.2016, AM, AU, BY, CN, EM, RU, TR, US

Ex Officio examination completed but opposition or observations by third parties still possible, under
Rule 18bis(1) : 2016/49 Gaz, 15.12.2016, EM

Ex Officio examination completed but opposition or observations by third parties still possible, under
Rule 18bis(1) : 2016/50 Gaz, 22.12.2016, AU

Total provisional refusal of protection : 2016/50 Gaz, 22.12.2016, US

Statement of grant of protection made under Rule 18ter(1) : 2017/8 Gaz, 09.03.2017, AU

Ex Officio examination completed but opposition or observations by third parties still possible, under
Rule 18bis(1) : 2017/12 Gaz, 06.04.2017, TR

Total provisional refusal of protection : 2017/18 Gaz, 18.05.2017, EM

Limitation : 2017/25 Gaz, 06.07.2017, EM

Back to top
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STATUS DOCUMENTS Back to Search Print

TSDR now includes a Post Registration Maintenance Tab. When viewing a Registered mark, users will now find a new 3rd
tab providing Post Registration information next to the "Status" and "Document" tabs, below the search text box. The tab
will not appear if the mark is not registered.

Generated on: This page was generated by TSDR on 2017­07­12 09:45:16 EDT

Mark: DIACOM

US Serial Number: 79196312 Application Filing Date: Jul. 04, 2016

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/APPLICATION/Under Examination

The trademark application has been accepted by the Office (has met the
minimum filing requirements) and that this application has been assigned to an
examiner.

Status: A non­final Office action has been sent (issued) to the applicant. This is a letter from the examining attorney requiring additional
information and/or making an initial refusal. The applicant must respond to this Office action. To view all documents in this file, click on
the Trademark Document Retrieval link at the top of this page.

Status Date: Feb. 15, 2017

Mark Information

Related Properties Information

Goods and Services

Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

Prosecution History

 

Attorney of Record ­ None

Correspondent

Correspondent
Name/Address:

BASHUK CHICHKANOV, YURIDICHESKAYA FIRMA
ul. Studencheskaya, 34, of.4
ul. Studencheskaya, 34, of.4
Kursk RUSSIAN FEDERATION 305040

Correspondent e­mail: a.bashuk@bashukchichkanov.com
a.bashuk@yandex.ru

Correspondent e­mail
Authorized:

Yes

Domestic Representative ­ Not Found

javascript:;
javascript:;
javascript:;
javascript:;
javascript:;
javascript:;
javascript:;
javascript:;
javascript:;
javascript:;
mailto:a.bashuk@bashukchichkanov.com
mailto:a.bashuk@yandex.ru
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International Registration Information (Section 66a)

TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Proceedings - Click to Load

javascript:;
javascript:;
javascript:;
javascript:;
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mw/lw     Mailed: August 22, 2017 

 

Cancellation No. 92066217 

Khachatur Mkrtchyan 

 

v. 

 

Biostar Technology International LLC 

 

 

By the Trademark Trial and Appeal Board: 

Respondent's motion to dismiss (filed July 13, 2017) is granted as conceded. See 

Trademark Rule 2.127(a) and Fed. R. Civ. P. 12(b).1 

Accordingly, the petition to cancel is dismissed with prejudice. 

                                            
1 Registrant’s communication filed August 3, 2017 is noted. 

UNITED STATES PATENT AND TRADEMARK OFFICE 

Trademark Trial and Appeal Board 

P.O. Box 1451 

Alexandria, VA  22313-1451 

General Contact Number: 571-272-8500 
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To: Ing. Khachatur Mkrtchyan (a.bashuk@bashukchichkanov.com)

Subject: U.S. TRADEMARK APPLICATION NO. 79196312 - DIACOM - N/A

Sent: 7/31/2017 3:14:43 PM

Sent As: ECOM101@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL

NO.  79196312

 

MARK: DIACOM

 

 

        

*79196312*
CORRESPONDENT

ADDRESS:

       BASHUK CHICHKANOV,

YURIDICHESKAYA FIRMA

       ul. Studencheskaya,; ul.

Studencheskaya,

       Kursk;

       305040

       RUSSIAN FED.

 
CLICK HERE TO RESPOND TO THIS

LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 

VIEW YOUR APPLICATION FILE

 

APPLICANT: Ing. Khachatur

Mkrtchyan

 

 
 

CORRESPONDENT’S

REFERENCE/DOCKET NO:  

       N/A

CORRESPONDENT E-MAIL

ADDRESS: 

      

a.bashuk@bashukchichkanov.com

 

 

 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S

COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.  A RESPONSE

TRANSMITTED THROUGH THE TRADEMARK ELECTRONIC APPLICATION SYSTEM (TEAS) MUST BE RECEIVED BEFORE

MIDNIGHT EASTERN TIME OF THE LAST DAY OF THE RESPONSE PERIOD.

 

 

ISSUE/MAILING DATE: 7/31/2017

 

 

INTERNATIONAL REGISTRATION NO. 1319213

 

This Office action is in response to applicant’s communication filed on June 12, 2017.   Applicant’s amendments have been received and

entered.  The following issues remain.

 

IDENTIFICATION OF GOODS

 

The identification of goods still requires further clarification as it is still indefinite.  See 37 C.F.R. §2.32(a)(6); TMEP §1402.01.  Applicant must

amend the identification to specify the common commercial or generic name of the goods.  See TMEP §1402.01.  If the goods have no common

commercial or generic name, applicant must describe the product, its main purpose, and its intended uses.  See id.

 

Below are the current identification of goods.  Identifications that are not acceptable are in bold; suggestions are in italics.

mailto:a.bashuk@bashukchichkanov.com
http://www.uspto.gov/trademarks/teas/response_forms.jsp
http://tsdr.uspto.gov/#caseNumber=79196312&caseType=SERIAL_NO&searchType=documentSearch


 

Class 9:  Devices for feeble-current electromagnetic fields 0,1 Hz - 1 MHz range measuring

 

Measuring devices for range measuring feeble current electromagnetic fields.

 

Class 10:  is still acceptable as submitted.

 

Applicant’s goods and/or services may be clarified or limited, but may not be expanded beyond those originally itemized in the application or as

acceptably narrowed.  See 37 C.F.R. §2.71(a); TMEP §§1402.06, 1904.02(c)(iv).  Applicant may clarify or limit the identification by inserting

qualifying language or deleting items to result in a more specific identification; however, applicant may not substitute different goods and/or

services or add goods and/or services not found or encompassed by those in the original application or as acceptably narrowed.  See TMEP

§1402.06(a)-(b).  The scope of the goods and/or services sets the outer limit for any changes to the identification and is generally determined by

the ordinary meaning of the wording in the identification.  TMEP §§1402.06(b), 1402.07(a)-(b).  Any acceptable changes to the goods and/or

services will further limit scope, and once goods and/or services are deleted, they are not permitted to be reinserted.  TMEP §1402.07(e). 

Additionally, for applications filed under Trademark Act Section 66(a), the scope of the identification for purposes of permissible amendments is

limited by the international class assigned by the International Bureau of the World Intellectual Property Organization (International Bureau);

and the classification of goods and/or services may not be changed from that assigned by the International Bureau.  37 C.F.R. §2.85(d); TMEP

§§1401.03(d), 1904.02(b).  Further, in a multiple-class Section 66(a) application, classes may not be added or goods and/or services transferred

from one existing class to another.  37 C.F.R. §2.85(d); TMEP §1401.03(d).

 

PRIOR REGISTRATION

 

The refusal based on prior U.S. Registration No. 5011919 is repeated and continued.  Once the identification of goods is resolved in this

application, this application will then be suspended pending the outcome of the Cancellation Proceeding.

 

 

/Jacqueline W. Abrams/

Examining Attorney, Law Office 101

571-272-9185

jacky.abrams@uspto.gov INFORMAL ONLY

 

TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the

issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 

For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned

trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to

this Office action by e-mail.

 

All informal e-mail communications relevant to this application will be placed in the official application record.

 

WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an

applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the

response. 

 

PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official

notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at

http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the

Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking

status, see http://www.uspto.gov/trademarks/process/status/.

 

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.

 

 

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp


To: Ing. Khachatur Mkrtchyan (a.bashuk@bashukchichkanov.com)

Subject: U.S. TRADEMARK APPLICATION NO. 79196312 - DIACOM - N/A

Sent: 7/31/2017 3:14:44 PM

Sent As: ECOM101@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

 

 

IMPORTANT NOTICE REGARDING YOUR

U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 7/31/2017 FOR U.S. APPLICATION SERIAL NO. 79196312

 
Your trademark application has been reviewed.  The trademark examining attorney assigned by the USPTO to your application has written an

official letter to which you must respond.  Please follow these steps:

 

(1)  READ THE LETTER by clicking on this link or going to http://tsdr.uspto.gov/, entering your U.S. application serial number, and clicking

on “Documents.”

 

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24

hours of this e-mail notification. 

 

(2)  RESPOND WITHIN 6 MONTHS (or sooner if specified in the Office action), calculated from 7/31/2017, using the Trademark Electronic

Application System (TEAS) response form located at http://www.uspto.gov/trademarks/teas/response_forms.jsp.  A response transmitted through

TEAS must be received before midnight Eastern Time of the last day of the response period.

 

Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as

responses to Office actions. 

 

(3)  QUESTIONS about the contents of the Office action itself should be directed to the trademark examining attorney who reviewed your

application, identified below. 

 

/Jacqueline W. Abrams/

Examining Attorney, Law Office 101

571-272-9185

jacky.abrams@uspto.gov INFORMAL ONLY

 

WARNING

 
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application.  For

more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp. 

 

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private companies not associated with the USPTO are

using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that

closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay

“fees.”  

 

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document

from the USPTO rather than a private company solicitation.  All official USPTO correspondence will be mailed only from the “United States

Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle

private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.

mailto:a.bashuk@bashukchichkanov.com
http://tsdr.uspto.gov/view.action?sn=79196312&type=OOA&date=20170731#tdrlink
http://tsdr.uspto.gov/
http://www.uspto.gov/trademarks/teas/response_forms.jsp
http://www.uspto.gov/trademarks/basics/abandon.jsp
http://www.uspto.gov/trademarks/solicitation_warnings.jsp
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1957 (Rev 10/2011)

OMB No. 0651-0050 (Exp 07/31/2017)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 79196312

LAW OFFICE ASSIGNED LAW OFFICE 101

MARK SECTION

MARK FILE NAME https://tmng-al.uspto.gov/resting2/api/img/79196312/large

LITERAL ELEMENT DIACOM

STANDARD CHARACTERS NO

USPTO-GENERATED IMAGE NO

GOODS AND/OR SERVICES SECTION (009)(current)

INTERNATIONAL CLASS 009

DESCRIPTION

Devices for feeble-current electromagnetic fields 0,1 Hz - 1 MHz range measuring

GOODS AND/OR SERVICES SECTION (009)(proposed)

INTERNATIONAL CLASS 009

TRACKED TEXT DESCRIPTION

Devices for feeble-current electromagnetic fields 0,1 Hz - 1 MHz range measuring; Measuring devices for range measuring feeble current

electromagnetic fields.

FINAL DESCRIPTION

Measuring devices for range measuring feeble current electromagnetic fields.

GOODS AND/OR SERVICES SECTION (010)(no change)

SIGNATURE SECTION

RESPONSE SIGNATURE /Khachatur Mkrtchyan/

SIGNATORY'S NAME Khachatur Mkrtchyan

SIGNATORY'S POSITION Owner

SIGNATORY'S PHONE NUMBER +79207204848

DATE SIGNED 08/16/2017

AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Wed Aug 16 11:35:15 EDT 2017

TEAS STAMP

USPTO/ROA-XXX.XXX.XX.XXX-

20170816113515346357-7919

6312-510afcf26b77a17ea49d

8eab29ff596a2b230e79496f7

4f8c74df1f5a8dff347b4-N/A



-N/A-20170816113057722569

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
PTO Form 1957 (Rev 10/2011)

OMB No. 0651-0050 (Exp 07/31/2017)

Response to Office Action

To the Commissioner for Trademarks:

Application serial no. 79196312 DIACOM (Stylized and/or with Design, see https://tmng-al.uspto.gov/resting2/api/img/79196312/large) has

been amended as follows:

CLASSIFICATION AND LISTING OF GOODS/SERVICES

Applicant proposes to amend the following class of goods/services in the application:

Current: Class 009 for Devices for feeble-current electromagnetic fields 0,1 Hz - 1 MHz range measuring

Original Filing Basis:

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

Proposed:

Tracked Text Description: Devices for feeble-current electromagnetic fields 0,1 Hz - 1 MHz range measuring; Measuring devices for range

measuring feeble current electromagnetic fields.

Class 009 for Measuring devices for range measuring feeble current electromagnetic fields.

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

SIGNATURE(S)

Response Signature

Signature: /Khachatur Mkrtchyan/     Date: 08/16/2017

Signatory's Name: Khachatur Mkrtchyan

Signatory's Position: Owner

Signatory's Phone Number: +79207204848

The signatory has confirmed that he/she is not represented by either an authorized attorney or Canadian attorney/agent, and that he/she is either:

(1) the owner/holder ; or (2) a person(s) with legal authority to bind the owner/holder; and if an authorized U.S. attorney or Canadian

attorney/agent previously represented him/her in this matter, either he/she has filed a signed revocation of power of attorney with the USPTO or

the USPTO has granted the request of his/her prior representative to withdraw.

        

Serial Number: 79196312

Internet Transmission Date: Wed Aug 16 11:35:15 EDT 2017

TEAS Stamp: USPTO/ROA-XXX.XXX.XX.XXX-201708161135153

46357-79196312-510afcf26b77a17ea49d8eab2

9ff596a2b230e79496f74f8c74df1f5a8dff347b

4-N/A-N/A-20170816113057722569
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Reg. No. 5,011,919 

Registered Aug. 02, 2016 

Int. Cl.: 9

Trademark

Principal Register 

Biostar Technology International LLC (CALIFORNIA LIMITED LIABILITY COMPANY)

Suite B

4443 W Sunset Blvd

Los Angeles, CA 90027

CLASS 9: Computer software and hardware for use in measuring the frequency of energy

emitted by the human body

FIRST USE 1-6-2005; IN COMMERCE 1-6-2005

The color(s) Blue, white, and black is/are claimed as a feature of the mark.

The mark consists of the word "Diacom" in blue and white. Immediately to the right of the

word is a design comprised of a blue sphere with black orbit lines and the word "USA" in

black that appears within a white oval with a black border.

No claim is made to the exclusive right to use the following apart from the mark as shown:

"USA"

SER. NO. 86-830,759, FILED 11-24-2015

GIANCARLO CASTRO, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal

between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with

the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an

extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use

(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).

The time periods for filing are based on the U.S. registration date (not the international registration date).  The

deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for

nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations

do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying

international registration at the International Bureau of the  World Intellectual Property Organization, under

Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the

date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the

international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h

ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.

Page: 2 of 2 / RN # 5011919
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7/12/2017 ROMARIN

http://www.wipo.int/romarin/mark-detail.xhtml 1/2

151

180

270

732

540

531

511

821

882

1319213 - DIACOM

AM  AU  BY  CN  EM  RU  TR  US  

Date of the registration

04.07.2016

Expected expiration date of the registration/renewal

04.07.2026

Language of the application

English

Current Status

Name and address of the holder of the registration

Ing. Khachatur Mkrtchyan

Jedová 189

CZ­277 11 Neratovice

(CZ)

Mark

International Classification of the Figurative Elements of Marks (Vienna Classification) ­ VCL(7)

01.05.06; 03.13.02; 03.13.08; 27.05.04

International Classification of Goods and Services for the Purposes of the Registration of Marks (Nice Classification)

­ NCL(10­2016)

09 Electric measuring devices.
 
10 Radiological apparatus for medical purposes, radiotherapy apparatus.

Basic application

CZ,  25.05.2015, 522575

Basic registration

CZ,  21.10.2015, 349218

printed: 12.07.2017



7/12/2017 ROMARIN

http://www.wipo.int/romarin/mark-detail.xhtml 2/2

832

834

527

Designation(s) under the Madrid Protocol

AU ­ EM ­ TR ­ US

Designation(s) under the Madrid Protocol by virtue of Article 9sexies

AM ­ BY ­ CN ­ RU

Indications regarding use requirements
US

Registration : 2016/45 Gaz, 17.11.2016, AM, AU, BY, CN, EM, RU, TR, US

Ex Officio examination completed but opposition or observations by third parties still possible, under
Rule 18bis(1) : 2016/49 Gaz, 15.12.2016, EM

Ex Officio examination completed but opposition or observations by third parties still possible, under
Rule 18bis(1) : 2016/50 Gaz, 22.12.2016, AU

Total provisional refusal of protection : 2016/50 Gaz, 22.12.2016, US

Statement of grant of protection made under Rule 18ter(1) : 2017/8 Gaz, 09.03.2017, AU

Ex Officio examination completed but opposition or observations by third parties still possible, under
Rule 18bis(1) : 2017/12 Gaz, 06.04.2017, TR

Total provisional refusal of protection : 2017/18 Gaz, 18.05.2017, EM

Limitation : 2017/25 Gaz, 06.07.2017, EM

Back to top
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7/12/2017 Trademark Status & Document Retrieval

http://tsdr.uspto.gov/#caseNumber=79196312&caseType=SERIAL_NO&searchType=statusSearch 1/2

STATUS DOCUMENTS Back to Search Print

TSDR now includes a Post Registration Maintenance Tab. When viewing a Registered mark, users will now find a new 3rd
tab providing Post Registration information next to the "Status" and "Document" tabs, below the search text box. The tab
will not appear if the mark is not registered.

Generated on: This page was generated by TSDR on 2017­07­12 09:45:16 EDT

Mark: DIACOM

US Serial Number: 79196312 Application Filing Date: Jul. 04, 2016

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/APPLICATION/Under Examination

The trademark application has been accepted by the Office (has met the
minimum filing requirements) and that this application has been assigned to an
examiner.

Status: A non­final Office action has been sent (issued) to the applicant. This is a letter from the examining attorney requiring additional
information and/or making an initial refusal. The applicant must respond to this Office action. To view all documents in this file, click on
the Trademark Document Retrieval link at the top of this page.

Status Date: Feb. 15, 2017

Mark Information

Related Properties Information

Goods and Services

Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

Prosecution History

 

Attorney of Record ­ None

Correspondent

Correspondent
Name/Address:

BASHUK CHICHKANOV, YURIDICHESKAYA FIRMA
ul. Studencheskaya, 34, of.4
ul. Studencheskaya, 34, of.4
Kursk RUSSIAN FEDERATION 305040

Correspondent e­mail: a.bashuk@bashukchichkanov.com
a.bashuk@yandex.ru

Correspondent e­mail
Authorized:

Yes

Domestic Representative ­ Not Found
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7/12/2017 Trademark Status & Document Retrieval

http://tsdr.uspto.gov/#caseNumber=79196312&caseType=SERIAL_NO&searchType=statusSearch 2/2

International Registration Information (Section 66a)

TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Proceedings - Click to Load
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